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	1 • INTRODUCTION TC "1 • THE CRIMINAL JUSTICE SYSTEM" \f C \l "1" 


I. Introduction TC "I. Purposes of Criminal Law" \f C \l "2" 
A. key policies involved in trademark law
1. protecting consumers against deception/fraud

2. to some extent, protecting producers against others appropriating something that the producers ought to be entitled to

3. protecting competition – both competitors, and general ability of ppl to compete

B. the nature of trademark law
1. The Trade-Mark Cases (1879)

a) coming out of trademark statutes passed by Cong in 1870 and 1876

b) legal question – whether Cong has authority to enact these statutes, under the Const

· claim 1 to justify the Σs: I.8.viii (intellectual property clause)

· claim 2: I.8.iii (commerce clause)

c) IP clause – held that this doesn’t authorize the TM Σs as passed

· IP clause requires invention/discovery, epiphany moment

· clause authorizes patent and copyright laws, but doesn’t extend to TMs, since TMs arise simply out of use or registration, not necessarily creative invention

d) commerce clause – held that this also doesn’t authorize the TM Σs as passed

· Σs didn’t expressly limit itself to interstate or foreign commerce – no such limiting intent found in the Σ

2. after the Trade-Mark Cases, Cong can pass a TM Σ by simply adding the clause to make it align with the commerce clause

a) which Cong eventually did, in the Lanham Act of 1946
b) limited scope of fed law to TMs used in commerce that are within Cong’s power to regulate (Commerce Clause)

· note: by 1946, there was a lot more to “interstate commerce,” both in terms of practical sweep of business, and in terms of legal interp of Commerce Clause

C. sources of trademark law

1. federal statutes (Lanham Act of 1946 as amended) – plus fed ct interps of fed statutes

2. state law – both state statutory law and state common law

a) note: TM law basically started as a CL development, still exists in CL of most states

b) fed and state law coexist and overlap in this area of law – fed TM law is not preemptive of state TM law (unlike patent and copyright law)

3. foreign law

a) basic principle – TM law is territorial, governs activity in the territory of the sovereign who enacted the law

D. relationship between TM law and unfair competition law

1. cf. INS v. AP (US 1918) (p.13)
a) AP collects news, then distributed it to member newspapers; INS (banned from gathering news in Europe) would send ppl to the offices of AP member newspapers, get facts from news reports (esp on East coast), write up own dispatches, and publish in their own papers (esp on West coast)

b) holding: AP can stop INS from taking information out of its news bulletins and publishing it in its own papers

· not a copyright issue – INS was only taking the facts out of news reports; news bulletins at the time weren’t copyright-protected

· not a misrepresentation issue – INS wasn’t passing this off as coming from AP

c) misappropriation by INS – AP is entitled to a quasi property int in news it gathered, at least against a competitor engaged in the kind of business INS is engaged in

d) this case is impt in giving a sense of the body of unfair competition law as a fairly broad, flexible kind of law that can cover a lot of different types of activity

	2 • SUBJECT MATTER AND STANDARDS TC "1 • THE CRIMINAL JUSTICE SYSTEM" \f C \l "1" 


I. Subject Matter TC "I. Purposes of Criminal Law" \f C \l "2" 
A. basic question of what can be protected by TM – subject matter to which TM law applies
1. particularly of interest in intangible property-like regimes [TM, (c), patent], not so much in real or personal property

B. Qualitex Co. v. Jacobson Products Co., Inc. (US 1995) (p.102)

1. at issue in this case: green-gold color of industrial dry cleaning pads, whether this can be a TM

a) note: color itself, not color of a design or packaging – can color itself be a TM?

2. Lanham Act analysis

a) §1127, definition of trademark – “any word, name, symbol, or device, or any combination thereof” can be registered

b) must also use the mark, or have intent to use it; to identify and distinguish his or her goods including a unique product, from those manufactured or sold by others and to indicate the source of the goods

3. holding: yes, color can be a TM

a) color fits the initial TM definition – can perform these functions

b) color has performed these functions here – gained secondary meaning

· note: ordinarily, color won’t do this – color of a product generally serves basic functionality, making a product generally attractive/appealing

· but producer can, over time, build up in mind of consumer a connection b/t the color of the product and an indicator of source

c) see class notes, p.4, for how ct dealt with Δ’s arguments against finding TM rights

C. In re Clarke (TTAB 1990) (p.129)

1. asserted mark: scent of plumeria blossoms as TM for sewing thread and embroidery yarn

a) PTO had denied registration – arg that this isn’t the type of subject matter that consumers would perceive as a source identifier
b) claim: pleasant, arbitrary scent is usually used just to make the product more attractive to customers – didn’t think consumers associate the smell of the product with the function of identifying/distinguishing/indicating

2. TTAB disagrees, says that this scent does perform that function

a) scent can perform such a function – ordinarily doesn’t perform this function, but is capable of doing so, and in such cases is protectable

b) in this case, scent did indeed perform such a function

· evidence of advertising campaign linking scent and her brand

· evidence that consumers did actually perceive scent as an indication of source

· applicant made a prima facie case of distinctiveness of her fragrance mark
D. Oliveira v. Frito-Lay, Inc. (2d Cir 2001) (p.133)

1. singer of 1964 Recording of “Girl from Ipanema” – that this was a TM for her as a singer (service mark, since this was her signature piece, etc.)
a) Frito-Lay used this particular song in a Baked Lays commercial – received permission from the ppl who wrote the song, and from those who held copyright rights in the song – π had no copyright rights in the song

b) π sued, claiming TM infringement

c) note: ct below (and 2nd Cir) – no false implication of endorsement
2. question of subject matter – whether a sound, musical series of sounds, ever be a trademark

a) ct follows Qualitex: sounds can be a symbol, used to distinguish goods and services

b) but here, π fails – a song can’t be a TM for itself; capable of distinguishing goods/svcs generally, but not capable of distinguishing the particular song itself, or the performer

3. practical motivations for this holding

a) doesn’t want to disrupt settled expectations – had never recognized this kind of claim before, and there are all kinds of business agreements out there where companies have made Ks resolving copyright issues; ct doesn’t want to disrupt all those agreements

b) no compelling need for TM protection – this is the realm of copyright law; π has other options, could have contracted with the other rights-holders to ensure that she got a say or received a cut

c) would make it difficult for companies to get all the requisite rights from everyone involved in the song – FL already had to get copyright licenses, etc.

E. Comedy III Productions, Inc. v. New Line Cinema (9th Cir 2000) (p.138)

1. Comedy III claimed rights in the likeness and characters of the Three Stooges; sued New Line for infringement – in a NL movie, there’s a Three Stooges clip running on a TV in the background, for less than 30 seconds
a) unclear what exactly they’re claiming is their mark – the clip itself?  the likenesses of the Three Stooges?  the character of the type of shows?

b) also unclear what good/services the mark is being claimed for – entertainment, etc.

2. holding: no TM rights

a) distinguishes commercial use of a persona

· TR: this goes more to question of what the Δ has done with the TM, but doesn’t show that the π’s claim in TM is invalid…

b) distinguishes use of the actual clip of the film

· TR: certainly if πs are entitled to a TM, you wouldn’t say that using something that’s similar is an infringement, but using the exact same mark isn’t…

3. what’s really going on in this case – policing border b/t copyright and trademark
a) copyright in this case had expired; holding for π would make copyright law a nullity

b) even if this comes under ordinary subject matter of TM, won’t allow it to be subject of TM protection if it’s the kind of thing that (c) did protect and in which (c) no longer subsists

F. In re First Draft Inc. (TTAB 2005) (Supp. p.33)

1. application to register “Fern Michaels” as a TM; examining attorney below refused
a) one general rule is that an author’s name doesn’t function as a mark
· would enable author to perpetuate her monopoly in the work, since you can’t identify the name of the work without using the name of the author
· again – concern about conflict b/t copyright and TM regimes

b) another general rule that titles of a single artistic work doesn’t function as a TM
· but: PTO will register claims to titles of series of books or movies – more likely that such a title will function in identifying/indicating as TMs should

2. TTAB holding: author’s name can function as a TM under certain circumstances

a) “Fern Michaels” is clearly a word/device/etc.; is at least capable of identifying a product, etc. – no categorical bar against authors’ names being properly subject to TM

· name of author can perform TM function by indicating source of the content (authorial, intellectual, entertainment content), as opposed to source of physical goods (e.g., Random House – physical binding, editorial quality, etc.)

b) in this case, applicant hasn’t given enough evidence to show that it actually has served that function, so no TM
3. re copyright concern – basically said that this isn’t the ct’s concern

a) (c) law may have made a choice about a work being free to be used by the general public, but this doesn’t make any statements about what other regimes can decide

· e.g., copyright in an obscene work may expire, so copyright says it can be used by general public, but 1st A law may prevent its use in certain areas

· likewise, TM law may impose its own obligations/restrictions in its own domain

G. sidebar: Dastar Corp. v. Twentieth Century Fox (US 2003) (p.143) – SC on (c) vs. TM conflict

1. claim of false designation origin: π created a video series; Δ Dastar took the video series after (c) expired, edited it down a bit, sold it under its own mark

2. π wins all the way up to the SC, where they lose

a) SC bases its decision on meaning of word “origin” in the Lanham Act – refers to the origin of the physical goods (i.e., the video cassettes on which the video is sold, not the origin of the authorial/intellectual content of the video)

3. ct’s rationale – almost entirely concerned with conflict b/t TM and (c)

a) strong policy to leave free for anyone to copy anything that’s unprotected by (c) and in the public domain
b) if we allow ppl to come along after (c) has expired and make TM claims based on title of series, author name, etc. – would be creating a species of mutant (c) law 
c) SC is quite interested in protecting borders of (c) against incursions from TM

II. Distinctiveness
A. distinctiveness spectrum
	generic
	descriptive
	suggestive
	arbitrary
	fanciful

	non-distinctive terms
	potentially distinctive
	inherently distinctive


1. not every symbol capable of indicating source (i.e., passes subject matter test) actually does
2. inherently distinctive – has no connection with the product with which it is associated; simply identifies and distinguishes the product, indicates its source

a) fanciful – completely made-up term, coined word, used in assn with a product

b) arbitrary – not a coined word, but has absolutely no connection to the product

c) suggestive – gives suggestion of the product without really describing it; link b/t term and product isn’t completely arbitrary, but also not purely descriptive

3. potentially distinctive – term could identify/distinguish the product, but doesn’t necessarily do so, the way that inherently distinctive marks do; could distinguish the source, but could also just describe the product

a) descriptive – describes something about the product (characteristic, purpose, function, nature, use, user, etc.)

b) why we treat such marks as merely descriptive

· concerned about consumer reaction – consumer sees terms as merely describing the product, not saying anything about source/quality/etc.

· likeliness of competitors’ need to use same terms to describe their products

c) potentially distinctive marks are only protectable under TM if it achieves its potential – if it becomes distinctive, acquires secondary meaning
4. non-distinctive terms – just name the goods, no distinctiveness whatsoever

a) generic terms – not even potentially distinctive, can’t serve as a mark; not protectable as a matter of TM law

B. Abercrombie & Fitch Co. v. Hunting World, Inc. (2d Cir. 1976) (p.51)

1. SAFARI on specific type of clothes – holding that this was now a generic term
2. why this case is important: laid out categories of distinctiveness

a) generic: refers to genus of which a particular product is a species; cannot be TM’d

b) descriptive: conveys immediate idea of the ingredients, qualities or characteristics of the goods; protected if it acquires secondary meaning

c) suggestive: requires imagination, thought or perception to get from term to the goods

d) arbitrary/fanciful: invented or used in a completely unfamiliar way

3. no clear lines b/t these categories; term may be in different categories for different products

4. remaining question – how to tell difference b/t suggestive and merely descriptive marks

C. Security Center, Ltd. v. First National Security Centers (5th Cir. 1985) (Supp. I)
1. π runs business for safekeeping of valuables, calls it Security Center; Δ comes along in the same geographical area, opens a similar business calling it First National Security Center

a) π sues for TM infringement, wins in lower ct

2. dispositive question – does π have a valid TM? i.e., is SECURITY CENTER distinctive of π’s goods/services?

a) question here is whether the mark is suggestive (protected) or merely descriptive (protected if there’s acquired distinctiveness)

3. first test: how direct is the connection b/t the terms and the product/service provided?

a) the more directly it gives knowledge of product, more likely it is to be descriptive – how much imagination is required on consumer’s part

b) one way of answering this: common meanings – dictionary defn (presumably reflective of how the public would understand those words), etc.

c) note: mere fact that it’s descriptive of other things doesn’t mean that it’s not descriptive of this thing

d) note: as long as term is descriptive of essence/core of business, won’t hold that term isn’t descriptive just b/c there are other businesses attached – otherwise, businesses could always add some tiny ancillary business in order to more easily get TM rights

4. second test: other people’s use of the term

a) if term is descriptive of product, there are likely to be other providers of the product that may want/need to use the same or very similar terms in describing their product

· so test is of actual use by others now, and potential need of others to use it

b) the more ppl are using the term, the less likely that the term communicates information about the seller (secondary meaning question – can’t rely on the term very confidently as an indication of the source)

c) evidence here that there was a fairly large number of people in this business that use “security” or “center” or both in the name of their product

5. holding: descriptive, not suggestive, and therefore only protectable if secondary meaning

a) evidence here doesn’t show acquisition of secondary meaning, so no TM protection

D. Problem 2-4: Word Mark Distinctiveness

1. see class notes, p.11-12 for distinctiveness analysis of some examples

III. Secondary Meaning
A. question of what to do with marks that we put in the “potentially distinctive” box
1. if we decide a term is only potentially distinctive, just means that it isn’t automatically a TM

2. no automatic protection as soon as producer starts using the mark in connection with goods/services, as with inherently distinctive marks – must show secondary meaning
B. Zatarain’s, Inc. v. Oak Grove Smokehouse, Inc. (5th Cir. 1983) (p.58)

1. Z’s arg – that they have secondary meaning in “FISH-FRI” and “CHICK-FRI”

a) question at hand: has the term achieved a mental association in the minds of the buyers between the term and a single source of the product?

2. types of evidence that can show acquisition of secondary meaning
a) classic evidence: survey results (most effective evidence)

b) allege that competitors have copied term, in order to benefit from secondary meaning that Z has built up (suggestion that competitors think Z has acquired distinctiveness)

· but must also have evidence that competitors aren’t just using it as a descriptive term, that competitors actually have intent to copy, free-ride

c) amount/manner of advertising – how much consumers have been exposed to messages to influence them to build up this kind of association

d) length/extent of Z’s use of the mark – the longer a mark has been used, the more opportunity there has been for the secondary meaning association to be made

· related: volume of sales – indirect evidence re consumer exposure to the mark

· but must also have evidence of whether the use was exclusive
e) media use – suggestion that the media, which communicates with consumers, assumes that consumers will make that association

f) note re indirect evidence – it’s just circumstantial, which can be strong, but still begs question of direct evidence; opposing counsel can ask whether evidence is really probative of an association in consumers’ minds

3. legal consequences of being on the bubble b/t descriptive and suggestive – would dearly love to be suggestive, so as to avoid secondary meaning evidentiary burden (difficult evidentiary hurdle for TM claimants)
C. In re Oppedahl & Larson LLP (Fed. Cir. 2004) (Supp. p.7) – issue of top-level domains

1. attempt to get TM protection in PATENTS.COM, for computer software for managing a database of records, etc.

2. PTO: this is a merely descriptive mark, must show secondary meaning, and π hasn’t done so

a) π arg for why this isn’t merely descriptive – must consider mark as a whole, have to consider the “.COM” part of the term

b) and as a whole, term shouldn’t be classified as merely descriptive

3. ct analysis – πs are exactly right, in that you have to consider mark as a whole (anti-dissection rule – can’t chop up a mark into pieces and consider each piece separately re distinctiveness)

a) but this doesn’t mean that you ignore the meaning of the part – consider meaning of parts in figuring out the commercial impression as a whole

4. application of anti-dissection rule

a) “PATENTS” seems quite descriptive of the applicants’ goods

b) “.COM” – PTO held that a top-level domain (e.g., “.com,” “.net”) doesn’t usually hold meaning; adding it to an otherwise descriptive mark doesn’t add any TM significance

· PTO analogizes it to “Co.,” “Ltd.,” “Inc.” in other TM applications

c) “PATENTS.COM” as a whole

· giving an address of the online business – very descriptive, showing exactly where the business is located

· in fact, whole is more descriptive than the sum of the parts – clearly depicts an online business offering patent-related services

5. general rule re top-level domains: TLD doesn’t add anything of TM significance (doesn’t push a descriptive term into inherently distinctive marks), so π must prove secondary meaning

a) note: this is just a general rule, not an absolute bar; some TLDs might add significance

D. Peaceable Planet, Inc. v. Ty, Inc. (7th Cir. 2004) (Supp. p.19)

1. π PP marketed a plush camel, with the name “Niles”; Δ Ty then came along and marketed a camel Beanie Baby with the name “Niles”

2. DCt: this isn’t a protectable mark, because it’s a personal name
a) rigid application of rule that personal names are only potentially distinctive marks; can’t be protected automatically, have to show acquired distinctiveness

3. 7th Cir holding – yes, this is the general rule, but it doesn’t apply here

a) rails against wooden application of the rule without consideration of the rationales for the rule, why you might/should apply it

b) rationale for the general rule that personal names are only potentially distinctive, requirement of showing of secondary meaning in order to grant TM protection

· reluctant to forbid a person to use his own name in his business – if you give one person TM rights in a personal name, would be able to stop someone with same/similar name from going into similar business

· personal names aren’t likely to be seen by consumers as an automatic indication of source – LoC, since names are generally too common

· exclusive rights in personal names would deprive consumers of useful information – Steve might be a well-known person in the neighborhood, so being able to call his bar “Steve’s” would be useful to the consumers… TM rts would prevent this conveying of useful information

4. holding: none of these rationales hold true with the name “Niles” as applied to plush camels, so it’s foolish to rigidly apply the personal name rule

a) “Peaceable Planet’s appropriation of the name ‘Niles’ for its camel is not preventing some hapless camel in the Sahara Desert who happens to be named ‘Niles’ from going into the water-carrier business under its own name.”

5. TR: reasons why 7th Cir is right, in not treating “NILES” as a name mark

a) “Niles” is uncommon – consumers may not be inclined to treat it as a personal name

b) will treat some personal names as inherently distinctive for the product involved

· e.g., BEN FRANKLIN INSURANCE CO – public knows the one and only Ben Franklin, won’t think he’s come back to life to sell insurance

c) will treat some personal names as generic

· e.g., WEBSTER’S, now generic for dictionaries

IV. Generic Terms TC "I. Purposes of Criminal Law" \f C \l "2" 
A. Mil-Mar Shoe Co., Inc. v. Shonac Corp. (7th Cir 1996) (p.73)
1. π owns chain of shoe stores under name “WAREHOUSE SHOES”; Δ wants to open stores under the name “DSW SHOE WAREHOUSE”; π sought temporary restraining order

a) question of whether or not π has TM rights in name “SHOE WAREHOUSE” – whether or not the term is generic

2. legal test for genericness – what consumers understand by the term

a) generic if the primary significance of the term is to describe the type of the product rather than the particular producer

b) looking to the primary significance of the term to the relevant public

3. 7th Cir – a word can have more than one meaning, and it’s not just first meaning of the word that can possibly be generic – public can understand multiple meanings of a word

a) evidence in the dictionary, as well as other places, that suggest that the public does understand “warehouse” as a store

b) other evidence of generic usage, cited in case

· retail stores in other industries using “warehouse” (over 8000 examples)

· competitors in the shoe industry (hundreds of examples)

c) other evidence of generic usage, not cited in case

· π’s own usage of the term – has it always been used as a mark?

4. holding: terms are generic – no TM protection available at all

a) rationale for denying TM protection to generic terms

· public sees such terms as the name of the product, no source-indication

· competitors need to be able to use the generic terms to name their products in marketing

5. Filipino Yellow Pages, Inc. v. Asian Journal Pubs, Inc. (9th Cir 1999) (p.69)

6. π published “FILIPINO YELLOW PAGES”; Δ published a similar directory under name “Filipino Consumer Directory,” but uses term “Filipino Yellow Pages” in its marketing

a) Δ claim: “Filipino Yellow Pages” is generic, so Δ is just as entitled to use it

7. question is if combination of FILIPINO and YELLOW PAGES defeats genericness

a) remember the anti-dissection rule – must consider the mark as a whole

8. holding – “FILIPINO YELLOW PAGES” is generic

a) media usage of the whole term as a generic

b) generic use by the π itself – one of the π officers used it in a generic sense

c) also, π didn’t complain about at least one other “infringement” usage of term

9. evidence of genericness might seem really thin – contra evidence in Mil-Mar (thousands)

a) but this is enough evidence in this case – sense the mark isn’t registered, the burden of proof is on the π
b) once Δ raises a genericness defense, brings some evidence of genericness, π then has to rebut that argument – and π here gave no rebuttal evidence

B. In re Dial-a-Mattress Operating Corporation (Fed Cir 2001) (p.76)

1. application to register TM claim in “1-888-M-A-T-R-E-S-S”; PTO rejected this claim

a) PTO: “mattress” (even misspelled) is generic for a service selling mattresses; “1-888” doesn’t add any source significance; therefore, the term as a whole is generic

b) cites case saying that a compound word is generic if the components of the word are generic for the product, and applicant has just strung the two together

2. ct objects to this compound word rule – anti-dissection rule

a) allowed to look at what the individual parts mean, but will likely be in trouble if you try to apply transitive principle of x(generic) + y(generic) = xy(generic)

3. test for genericness – start by asking what the genus of the goods is (general category of goods at issue); then ask if relevant public would understand the term in question as primarily referring to the genus, rather than to one producer as the source of the goods

a) figuring out genus of the product, though, isn’t intuitively obvious

b) e.g., “COLA” – is the genus beverages?  soft drinks?  cola-flavored carbonated beverages?  not much guidance in drawing these category lines

4. procedural posture note – here, π is trying to register the mark, so PTO bears burden of proving that the mark is in fact generic; and here, PTO brought no such evidence

C. King-Seeley Thermos Co. v. Aladdin Industries, Inc. (2d Cir. 1963) (Supp. I, p.6) – issue of genericide
1. at issue: the word “THERMOS,” for vacuum-insulated bottles
a) Δ’s arg: term has become generic, is used synonymously for such bottles, has no TM significance – so Δ should be allowed to use such a generic word

2. holding – “thermos” is indeed now a generic term

a) genericness is an issue of fact; DCt properly decided factual issue that the primary significance of “thermos” to the public was name of bottles, not indication of source

3. note: KS isn’t at fault in the term “thermos” having become a generic term

a) legally irrelevant whether you’re at fault, whether you did everything you possibly could to stop genericide – what TM owner did may be evidence of public understanding of the term, but not evidence re fault

b) as long as public has come to understand this term as the name of the product, then TM owner is out of luck

4. some restrictions placed on Δ, despite genericness of “thermos”

a) Δ must distinguish itself as source of its products – must precede “thermos” with “Aladdin,” can’t use “Thermos” with a capital T, can’t use “genuine” or “original”

b) primary significance of the term to public is name of product, but there’s still some minority of public that makes assn b/t “Thermos” and KS as the source

c) this is usually referred to as de facto secondary meaning
· as opposed to de jure secondary meaning – since legal (de jure) secondary meaning means that the mark would be protectable as a TM… de facto isn’t enough to rise to this level

· if there’s only de facto secondary meaning, competitors’ need to use the term outweighs whatever secondary meaning assn has been created

D. Problem 2-2: Preventing Genericide (p.88) ( GOOGLE problem

1. Google discovered that a website, Word Spy, put an entry for word “google,” implying that the term is used synonymously for “search”; Word Spy then received a letter from Google advising it of the TM status of “google”

a) Google was concerned about the entry – evidence of genericness of the term, of public understanding of word as something other than an indication of source of the service

b) word as referring generally to search, as opposed to specifically to Google svc

2. note: no infringement of TM here, since Word Spy isn’t using the term on one of its products – unclear what legal claim Google would have to go into ct and stop this (will get into this later, with dilution)

3. note: many of the genericide cases we have deal with new products – product didn’t exist until the producer created it, public needed a generic name for it, so TM was appropriated

a) so you might want to advise client coming out with new product to have not only a TM, but also a new generic term for the public to use as a handle

V. Trade Dress TC "I. Purposes of Criminal Law" \f C \l "2" 
A. Star Industries, Inc. v. Bacardi & Co., Ltd. (2d Cir 2005) (Supp. p.23) – non-word marks
1. question of whether Star has protectable TM in the “O” symbol that Bacardi is using

2. first question – is the symbol distinctive?  inherently or potentially?

a) common/basic shapes and letters can’t be inherently distinctive; but stylized shapes/letters can be inherently distinctive, if unique/original in the relevant market
· nod to competitors’ need – competitors can go with different styles

b) here: this “O” is stylized enough to be inherently distinctive

· style, shape, shading, etc., is enough to distinguish it from a common “O”; unique in the market for orange-flavored alcoholic beverage

3. BUT: the stylization is at the most marginal – therefore, only a “weak” mark

a) even though it’s protected, it’s only due weak protection

b) note: weakness of mark will be relevant in likelihood of confusion analysis
B. Two Pesos, Inc. v. Taco Cabana, Inc. (US 1992) (p.93) – 3D marks
1. π claims TM protection in design, motif, decoration of Mexican restaurant – claim that this combination of features in the design and presentation of its restaurant is a distinctive mark, for Mexican restaurant services

a) claim to trade dress, which originally, meant the packaging of the product… has evolved to mean the product itself

b) as a statutory matter, trade dress (overall image/appearance of product) would appear to be protectable, since it’s a symbol or combo of symbols that could indicate source

2. analysis, re trade dress claims for TM protection – trade dress is capable of TM protection if it either is inherently distinctive or has acquired distinctiveness through secondary meaning
a) language of §43(a) – no basis for treating trade dress differently from TMs (words)

· no reason to require showing acquired distinctiveness for trade dress if you can show inherent distinctiveness

b) policy reasons for this holding

· purposes of Lanham Act – to protect consumers, etc.

· if we don’t give producers protection until they can prove acquired distinctiveness, wouldn’t be able to protect its own goodwill during period of acquiring distinctiveness

· would take a longer time than protecting inherently distinctive marks; concerned that this waiting period would permit competitors to copy trade dress, confuse consumers, deprive original producer of oppty to build up and establish acquired distinctiveness

3. jury had found inherent distinctiveness, but no acquired distinctiveness

a) jury determination that the design of restaurant was unique/arbitrary enough

4. problems of implementing Two Pesos decision

a) how to determine the inherent distinctiveness of any trade dress mark

b) Abercrombie spectrum doesn’t seem to be super helpful in categorizing marks

c) not surprisingly, lower cts faced with trying to figure this out had problems

C. Wal-Mart Stores, Inc. v. Samara Brothers, Inc. (US 2000) (p.113)

1. trade dress claim in specific design of children’s clothes

a) lower cts, following Two Pesos, accepted Samara’s arg that this was inherently distinctive, therefore protectable, and here infringed

2. holding: product design trade dress can never be inherently distinctive

a) ct had already held that there are categories in which there aren’t types of marks that can be inherently distinctive – e.g., color, in Qualitex: protectable subject matter, but must always show acquired distinctiveness

3. rationale of this holding

a) nature of product design/configuration – by its very nature, is likely to be perceived by consumers not as indication of source, but simply as part of the product

b) hard to come up with a good std/test for whether a product design is inherently distinctive, or just potentially distinctive

c) concerned about suits that chill competitors – that it makes suits a lot easier if you can claim inherent distinctiveness, than if you have to prove secondary meaning

· and if cts get it wrong here, would be tying up s.t. more impt w/r/t design of product, as opposed to words or logos (which are much more readily available)

4. limits Two Pesos to product packaging trade dress
a) though ct doesn’t actually come out and say this – says it was either product packaging, or some tertium quid (some third category)

5. legal consequences of this rule – π will now work to get mark qualified as packaging, in order to get advantage of inherent distinctiveness; Δ will work to get it qualified as product design

a) ct gives a way to resolve this fight: if something is ambiguous, lower ct must categorize it as product design, to make claimant meet the higher burden of proof – err on the side of requiring secondary meaning
D. Yankee Candle Company, Inc. v. Bridgewater Candle Company, LLC (1st Cir 2001) (p.121)

1. trade dress claim goes far beyond just the jar in which candles are sold – size, color, etc.

2. question of how to deal with fact that label of a product is potentially “inherently distinctive”

a) Abercrombie spectrum applies, but isn’t all that helpful in application to trade dress, so will have to look at Seabrook test

b) won’t just look at if packaging is “arbitrary” or “fanciful,” but will also look at if it’s common in the field, unique orientation, etc.

· fairly clear, though, that ct is trying to get at the same thing as with words – whether something is so unique that it would automatically be perceived by consumers to be indicators of source

3. w/r/t classification as “potentially distinctive,” means that Yankee Candle would have to show secondary meaning – and YC fails

a) arg: we’ve used this trade dress a lot, and product is very successful

· this is relevant, but fact that product is successful is less helpful in deciding if trade dress has secondary meaning, b/c it could just mean that it’s successful b/c consumers like the design, not b/c consumers believe it comes from YC
b) arg: use of advertising

· but ads don’t feature the elements YC is claiming as trade dress – not helpful in showing if ads have caused users to associate trade dress w/YC as source
VI. Functionality TC "I. Purposes of Criminal Law" \f C \l "2" 
A. once you have TM subject matter that has distinctiveness, must also show that it’s not functional
B. de jure functionality – In re Morton-Norwich Products, Inc. (CCPA 1982) (p.155)

1. π wants to TM container configuration for its spray cleaners; PTO rejected b/c functional

a) black-letter rule: a functional mark isn’t subject to TM protection

b) question then becomes: when is a design feature “functional”

2. distinction b/t lay (de facto) and legal (de jure) understandings of “functional”

a) de jure functionality – not a question of the existence of a function/utility of the product, but question of degree of performance of the function by that particular design

· ct is concerned not just with notion that design performs a function, but with classifying it as legally functional if it’s essential in some way for the use of the goods in performing some function

· “essential to the use” means essential to the operation of the product, and you can’t do it another way without lessening the efficiency and increasing the cost
3. how to evaluate whether a particular design/feature is functional

a) question of competitive necessity – whether granting TM protection would foreclose other competitors from entering the market

b) possible evidence to look at in determining this question

· whether there’s a utility patent that claims feature as a patentable invention; claims some advantage to the feature that entitles it to patent protection

· π’s advertising – does it mention the design in “better”/“cheaper” light, tout the utilitarian advantages/superiority of the design?

· available alternatives – what’s out there, how do they compare on questions of costs, efficiency of marketing/producing those designs

4. rationale for this rule

a) initially, it seemed to be about depletion – a la Qualitex color depletion argument

b) modern reasons – concern about policing borders b/t patent and TM law

5. holding in this case – this particular spray bottle design isn’t legally functional
a) no evidence that this particular design is superior to the other available alternatives

b) ct says there’s an infinite variety of forms/designs of bottles to hold liquid, and bottlenecks to be grasped for holding and spraying

· evidence of a wide variety of spray bottle designs, which perform the “holding liquid and spraying” function equally as well as the MN design

c) utility patent, but this is in the mechanism of the sprayer, not the bottle design

C. aesthetic functionality

a) Wallace Int’l Silversmiths, Inc. v. Godinger Silver Art Co., Inc. (2d Cir 1990) (p.168)

b) W sells silverware with ornate Baroque patterning; Δ then sells silverware with similar patterning, though not pure silver, so product is cheaper; W sues for infringement

· DCt: yes, consumers associate this design with π (distinctive), but since π is just marketing to silverware market, design is purely functional, thus barred
c) broader view of functionality (design doesn’t convey any utility to product here…)

· cites SC Inwood case (p.170) – a feature is functional if essential to use or purpose of article, or if it affects cost or quality of the article
· focus on competitive necessity, not just for utilitarian features, but also decorative elements

· not as broad a test as “impt ingredient in commercial success” (Pagliero)

d) if TM protection for ornamental feature would significantly hinder competition, by limiting range of alternative designs available, then aesthetically functional

e) holding: DCt is right that it would so significantly hinder competition

· in the market for Baroque silverware, those design features are necessary to effectively compete – can’t market Baroque silverware without using them
f) would be unfair to give exclusive rts to those features as a matter of trade dress

g) note: π can’t have TM protection in the features, but it might have protection in the design as a whole (the whole assemblage) – a virtually identical copy of the whole flatware set would infringe

· but here, π is trying to protect basic elements of the design that other competitors in this market are going to need to use

2. Brunswick Corp. v. British Seagull Ltd. (Fed. Cir. 1994) (p.173)

a) π applied to register color black as applied to outboard engines; Δs opposed π’s application, on grounds that black is functional on these products

b) test for aesthetic functionality: competitive need not related to TM purposes
· here, black is de jure functional b/c of its color compatibility with wide variety of boat colors – consumers strongly want motor color to be compatible

· competitive need for the color, unrelated to branding of the item

(a) e.g., tennis shoes would sell better with a Nike swoosh on them… but there, the competitive advantage comes from the linkage to the source

c) note: seems clear cts will treat consumer preference for compatibility as relevant to functionality to some extent, but not always (e.g., Wallace could have been a consumer compatibility preference case)

D. TrafFix Devices, Inc. v. Marketing Displays, Inc. (US 2001) (p.199) – more recent developments

1. MDI asserting TM protection in design for stand for road signs – two springs attached to a four-legged base, upright holding a sign up

a) 6th Cir below – w/r/t functionality claim, basically said same thing as SC in Qualitex – it’s functional if the design puts competitors at a non-reputational disadvantage

· held that it would only hinder competition somewhat – there are lots of ways to design around the asserted design configuration claim, therefore not functional

b) TrafFix arg: MDI had a patent on this configuration of design; therefore, the feature must be functional

c) question also of how to apply various lower ct “functionality” tests

2. holding 1: utility patent is strong evidence of functionality, but not conclusive

a) claimant therefore bears a heavy burden to overcome the presumption of functionality

b) ways in which a TM claimant could overcome the burden of a utility patent
· distinguish from claims in patent: arg that trade dress is outside scope of patent

(a) headache for cts: patents aren’t always clear on what was covered…

· can get patent for something that doesn’t out-perform prior art – alternatives available (‘utility’ in patent law just means it has to work, not that it’s the best)

· passage of time could change nature of whether a feature was functional; things may have changed such that feature is no longer necessary, etc.

3. holding 2: clarification of general nature of functionality

a) basic test is still the Inwood test: a feature is functional and not protectable if it is essential to the use or purpose of the article, OR if the feature affects the cost or quality of the article
· if Inwood is met, then product is functional

· if functional under Inwood, then:
(a) no need to ask about competitive necessity

(b) no need to consider availability of alternatives

b) even if Inwood isn’t true (often the case in questions of aesthetic functionality), could still be functional if exclusive use would put competitors at a nonreputational disadvantage (from Qualitex)

E. lower ct application of TrafFix – considering availability of alternatives in the functionality analysis
1. Valu Engineering, Inc. v. Rexnord Corp. (Fed Cir 2002) (p.208)

a) new element: if a product feature meets functionality test w/r/t any competitively significant application of the product, that’s enough to deem it functional, unprotected

b) question of whether TrafFix changed Morton-Norwich test

· in M-N, as in most functionality analyses, one relevant factor is whether there are available alternatives, or whether there’s a competitive need for feature

· Valu says that can’t be right after TrafFix – if it’s functional, that’s it

c) Fed Cir holding: can still consider alternatives in deciding whether feature is functional
· TrafFix did say if feature meets Inwood test for functionality, then there’s no need in addition to consider alternative designs – but can consider availability of alternatives in making that initial functionality decision

2. Eppendorf-Netheler-Hinz GMBS v. Ritter GMBH (5th Cir 2002) (p.215)

a) different approach from Fed Cir to question of alternatives

b) two tests for functionality

· Inwood test – for this test, availability of alternatives is irrelevant – just as whether it’s essential to use/purpose or affects cost/quality

· TrafFix test – second level (Qualitex test)

c) only if we get to the second level (aesthetic functionality) do we consider alternatives

3. consideration of the two approaches – no real lower ct consensus

a) see class notes, p.31, for TR’s thoughts on this question
F. Problem 3-1: “Post-It Notes” (p.176) – TM claim in canary yellow color of Post-It notes

1. canary yellow is the most noticeable, ppl will want it – competitive disadvantage

a) affects utility, to extent that purpose of notes is to call attention to themselves – essential to the purpose of the article, effects its utility

b) but: lots of noticeable color alternatives; nothing in yellow makes it more functional

2. survey shows that primary purchasers are women, and that 60% of women wouldn’t buy sticky notes unless they were yellow or a similar pastel shade

a) if the reason for preference is consumer preference for yellow (less eyestrain, aesthetic preference, etc.), then it goes to Qualitex test

b) but if the reason for preference is b/c women assume the yellow notes come from 3M, then it’s reputation-related, and therefore nonfunctional

3. arg that yellow is cheaper than other colors – b/c 3M uses so much yellow for its Post-It notes that printers find it easier to stick with yellow

a) just b/c 3M is the one that brought the economy of scale to the market, doesn’t mean 3M should be punished for its success… akin to genericide – so not functional

b) but – free-rider problem of profiting off of 3M’s work…
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** new Q: how does one acquire rts in a distinctive non-functional symbol
· basic principle: you must USE the mark in certain ways to acquire rights
I. Actual Use
A. actual use – traditional basic rule for TM protection is that you have to use a mark in order to acquire TM rights in it
1. §45 – “use in commerce” means the bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in the mark
a) use on goods: when placed on the goods or their containers or displays associated therewith or labels affixed thereto, or if nature of the goods makes such placement impracticable, then on documents associated with the goods or their sale; AND goods are sold or transported in commerce
b) use on services: when used or displayed in the sale or advertising of services and the services are rendered in commerce, or the services are rendered in more than one state or in the US and a foreign country and the person rendering the services is engaged in commerce in connection with the services
B. Blue Bell, Inc. v. Farah Manufacturing Company, Inc. (5th Cir 1975) (Supp. II)

1. TIME OUT for men’s sportswear, used by both π and Δ – identical TMs, identical goods, coincidentally simultaneous ( question of prior use
2. question of what constitutes “use” for TM purposes, and which user had priority
a) Farah claimed July 3 date, when it shipped slacks with the mark on them to its regional salesmen

· this was sales, but ct didn’t see this as use to the public, but rather an internal shipment – internal sales aren’t sufficient for use that’ll give you rights
· purpose of TM is to identify sales for the public; need use in a way that’s sufficiently public to distinguish the goods in the public’s mind
b) Blue Bell claimed July 5 date, when it shipped goods with two labels (one of them being the new mark) out to customers

· this was public sales, but ct held that this was a sham use of mark, merely reserving mark in commerce (excluded in statutory defn of “use”)

· goods had already been marked under old name, so this doesn’t count as bona fide use for TM purposes

3. both claims were chronologically premature; ct looked at record for actual first use date

a) Farah shipped TIME-OUT clothing to customers in September 1973; Blue Bell shipped one month later

b) “Though sales to customers are not the sine qua non of trademark use, … they are determinative in the instant case.  These sales constituted the first point at which the public had a chance to associate Time Out with a particular line of sportswear.”

C. Chance v. Pac-Tel Teletrac (9th Cir 2001) (Supp. II)
1. π lost-and-found tag service, under service mark “TeleTrak,” brought infringement action against Δ system for tracking fleet vehicles, under service mark “Teletrac”

2. question of priority of use – modern, more liberalized view

a) have to look at the totality of the circumstances in determining whether a mark was adequately used in commerce to gain TM protection
· some trends towards recognizing pre-sale activities as sufficient – not automatically, and you’d have to figure out what pre-sale activities count, but there is movement towards opening up the traditional view of priority of use

b) totality of the circs factors (nonexclusive list)

· genuineness and commercial character of the activity

· determination whether mark was sufficiently public to identify or distinguish marked service in an appropriate segment of the public mind

· scope of non-sales activity relative to what would be a commercially reasonable attempt to market the service

(a) note: might lead to different stds for big and small players

· degree of ongoing activity of holder to conduct business using the mark

· amount of business transacted

c) “use” of a service mark – entails use in conjunction with the offering and providing of a service, which makes all the more impt the use of the mark in sales or advertising materials

d) π actions in mailing 35,000 cards promoting service, which generated 128 telephone responses but no sales, didn’t constitute use in commerce – π didn’t genuinely continue to exploit mark thereafter; didn’t order tags from its supplier until 1.5 years later
e) Δ engaged in significant activities involving use of its mark even before π’s card mailings, so Δ established priority of use

3. circuit split over how to consider pre-sale activities in connection with a mark

a) traditional view – using the mark in preparatory steps (e.g. incorporation documents, announcements or advertising) is not enough

· implicit in Blue Bell: ct doesn’t give any attention to advertising or marketing
b) modern view – Teletrac totality of the circs

D. Problem 4-3 (p.239) – SLEEK for bicycle helmets
1. if contested term is only potentially distinctive – must show secondary meaning to get rights

2. first user must show that it acquired secondary meaning before second started using the mark
a) harsher than the normal priority first-to-use, but cts feel this is more administrable

E. Brookfield Communications, Inc. v. West Coast Entertainment Corp. (9th Cir 1999) (p.240)
1. timeline of usage of mark

a) West Coast Video uses slogan “The Movie Buff’s Movie Store” in 1986
b) Brookfield starts using “MOVIEBUFF” in 1993
c) WC then wants to use “MOVIEBUFF” in connection to internet video svcs, in 1995
2. WC’s theory – it’s the first user, since it first used “Movie Buff” in its 1986 slogan
a) tacking – you can tack the use in 1995 to the previous use of a similar mark
· allowed as long as the marks are so similar that consumers would consider them essentially the same
· rationale – if consumers perceive new mark as essentially the same as old mark, there’s no disruption in the source identification function of the mark
· but the standard for tacking is quite strict – marks have to have the same continuing commercial impression
3. holding: no indication that “MOVIEBUFF” is perceived by consumers as the same as the slogan previously used, so no tacking allowed
a) therefore, Brookfield has priority of use
F. In re Astro-Gods, Inc. (TTAB 1984) (Supp. II) – “ASTRO GODS” for T-shirts
1. πs have met “use in commerce” requirement, even under traditional Blue Bell std – sold t-shirts and tote bags with “ASTRO GODS” phrase and logo on them, engaged in promotional fliers
a) but PTO refused registration – material asserted to be a mark is merely ornamental, doesn’t serve TM function of indicating source, distinguishing goods
2. note: problem is that it’s merely ornamental (not that it happens to serve an ornamental purpose, but that it doesn’t serve a TM purpose)
3. question: whether π used the mark in such a way as to garner TM protection – use as a mark
a) there are lots of things on products that are used in commerce in connection with the product, but wouldn’t necessarily be protectable as a mark (mere informational matter, mere ornamentation, etc.)
4. factors in considering whether this constitutes use as a mark

a) consumer expectations – placement, design, size of mark
b) e.g., consumers are used to seeing TMs as logos on upper left of shirts – such placement will be more like use as a mark, as opposed to mere ornamentation

c) whether or not π has promoted it as a TM, not as a design/ornamentation – has π done marketing to condition consumers to perceive the mark as source indication
d) context in which consumer sees the mark – here, this is a series of “GODS”
· relevant factor, in terms of the commercial impression made by the mark
5. in this case – π hasn’t shown that the consumer impression is one of source-identification
a) hasn’t used it on other goods/svcs, hasn’t promoted it in any way as a TM, logo isn’t of the size, type, or location that will suggest consumer perception as a TM
II. Constructive Use
A. historical beginnings of “constructive use” – §44, and foreign use
1. longstanding exception to general rule of no rts w/o actual use: foreign apps for registrations

2. §44(e) – if a foreign applicant (in Paris Convention) is applying in US to register their mark, if that applicant has registration for the same mark in their home country, and have a bona fide intention to use that mark in the US context, then the mark can be registered in the US if it meets other reqts for TMs, even if there hasn’t been any actual use (i.e., use in domestic commerce, or in commerce b/t US and the foreign country)
a) if you’re a foreign applicant applying under §44, you can apply for registration based on registration in your home country, even if the registration in your home country doesn’t require you to have actual use of the mark there
3. §44(d) adds to this – you can also claim a priority date based not on when you applied to use in the US, but when you applied to use in the home country that’s the basis of your US application, as long as you apply in the US within six months
B. this was gradually broadened to include domestic applicants

1. §1(b): intent to use application (p.252)
2. §1(d): statement of use – converts ITU into actual use registration
a) applicant must file statement of use w/in 6 months of ITU app – verified statement that mark is in use in commerce, specifying date of applicant’s first such use, and those goods/svcs on which mark was used
b) extensions available: additional 6-month periods, up to 24 months, upon showing of good cause; applicant must show continued bona fide intention to use mark 
3. §7(c): constructive use – filing of ITU app shall constitute constructive use of the mark, conferring a nationwide rt of priority on the goods/svcs specified, as against any other user

a) except for someone whose mark hasn’t been abandoned and who, prior to applicant’s ITU filing: (1) has actually used the mark; (2) has filed an app to register the mark; or (3) has filed a foreign app to register the mark on basis of which he has acquired rt of priority, and timely files an app under §44(d) to register the mark
4. see class notes, p.38, for breakdown of the ITU process with the PTO
C. WarnerVision Entertainment Inc. v. Empire of Carolina, Inc. (2d Cir 1996) (p.258)
1. timeline of events – ITU application, intervening use
a) 9/94 – TLV files ITU application
b) 1/95 – WV files its own ITU application, 3 days before Buddy L (BL’s app rejected)
c) 1/18/95 – WV actually uses the mark
d) Empire buys BL in bankruptcy; negotiates deal with TLV’s product and mark rights, including the pending ITU application
e) WV then sues Empire to enjoin them from using the “REAL WHEELS” mark, based on WV’s priority of use
f) DCt enjoins Empire from using the mark; Empire appeals to 2d Cir
2. if Empire hadn’t been enjoined by DCt – it would have gotten its act together, actually used the mark in commerce, and then received priority back to the date of filing of its ITU app

a) WV didn’t actually use the mark before TLV/Empire filed the ITU app, so Empire would have received priority as against WV
3. holding: vacated judgment against Empire, lifted injunction

a) as long as ITU app is pending, ct can’t enjoin ITU applicant from taking steps to convert its app, at least where competitors’ use happened after the filing of the app
b) otherwise, would create a whole business of ppl raiding ITU applications, looking at what applications are being filed, then jumping in and putting that mark in actual use
III. Surrogate Use
A. question of who is the user for TM purposes – under surrogate use argument, TM use by someone other than TM owner may inure to the TM owner’s benefit
B. The Boogie Kings v. Guillory (La Ct App 1966) (p.269) – surrogate use by affiliated entities
1. π band formed in 1955, mutually agreed to call themselves “The Boogie Kings”; Δ elected leader in May 1964; band played regularly at Bamboo Club; Δ acquired int in Moulin Rouge Club, convinced band to play there instead; rest of band voted to go back to Bamboo, and Δ split from band; Δ created new band to play at MR: “Clint West & The Boogie Kings”
a) π arg: band (unincorporated assn) acquired int in the mark; Δ lost his int in it once he split from the band

b) Δ arg: TM was held by the two original creators, not by the band as a whole; claimed that one creator specifically gave the TM rts exclusively to Δ

2. holding: evidence shows that original trade name was adopted by the band, not vested in any member of the band, not even its creators

a) cited precedent of lodge name – name is an asset of the particular lodge, belongs to the organization

b) when band creator left the band, he retained no TM rts, couldn’t have passed any such rts on to Δ; neither did Δ gain any rts himself when he was leader of the band

C. other general principles of surrogate use

1. departing group members retain no rts to use the group name

2. on the other hand: the person who remains continuously involved and is in position to control quality retains right to use the name (even if the person is a manager, not a performer)

3. so in TM battle b/t a departing group member and a remaining group manager, manager has rts

IV. Loss of Rights Through Non-Use
A. abandonment through non-use
1. §45(1) – A mark shall be deemed to be “abandoned” … when its use has been discontinued with intent not to resume such use.  Intent not to resume may be inferred from circumstances.  nonuse for 3 consecutive years shall be prima facie evidence of abandonment.
2. Emergency One, Inc. v. American Fireeagle, Ltd. (4th Cir 2000) (p.281)
a) π E-One bought AE in 1989; intended to build just E-One (not AE) branded products, though it did continue warranty/repair of AE products; had no specific plans for use of AE mark when it bought AE; by mid-1992, no more AE-branded trucks were built

· Δ founded AFE in 1994; believing that π had abandoned AE mark, Δ designed a highly similar mark for AFE, causing actual consumer confusion

b) abandonment analysis

· 3-year disuse triggers statutory presumption of abandonment – burden on π to show either actual use or intent to resume use

· Δ demonstrated actual discontinued use

· but promotion of the mark is sufficient evidence of intent to resume use
c) must show intent to resume use in “reasonably foreseeable future” – defined by circs of the industry – here, fire trucks have very long lives, and goodwill value of mark persists long after production of trucks has ceased

d) holding: π made sufficient showing of intent to resume use in the reasonably foreseeable future – mark wasn’t abandoned
B. abandonment through failure to control use
1. §45(2) – A mark shall be deemed to be “abandoned” … when any course of conduct of the owner, including acts of omission as well as commission, causes the mark to become the generic name for the goods or services on or in connection with which it is used or otherwise to lose its significance as a mark.  Purchaser motivation shall not be a test for determining abandonment under this paragraph.
2. Stanfield v. Osborne Industries, Inc. (10th Cir 1995) (p.295) – naked licensing
a) S has agreement with OII to market and sell his products; they have a falling out; when ag expires, S sues OII saying that they no longer have rt to use his name on products
· OII’s arg that it gets to keep using mark, even though ag is terminated – 1975 license from S to OII, claiming to permit them to use STANFIELD mark, was a naked license, resulting in S losing any rts he had acquired in the mark
· naked license – licensor has allowed licensee to use the mark without any controls on use of the mark
· naked licensing leads to a loss of rts in mark – if TM owner merely licenses someone else to produce the goods, and doesn’t have any means of policing the quality of the goods, then the TM is a deception of public (not actually serving function of guaranteeing quality of all products bearing that mark)
b) question here: whether this license ag was a naked license
· express language – note: relevant, but not alone sufficient
(a) finding – no express K’ual rt on S’s part to engage in any kind of control or monitoring of what OII is doing with the mark
· still might not be naked licensing if S actually exercised control
(a) similarly, if K did expressly provide S control mechanisms, won’t be dispositive in S’s favor if S didn’t in fact exercise such quality control
(b) here, no evidence that S actually exercised any control over OII
· at most, this evidence shows that S was relying on OII to control quality
(a) cases where TM owner can rely on licensees’ quality control, but these are unusual, some special r’ship b/t parties that justifies this reliance
c) variation in terms of how much control cts will require
· to some extent, depends on the product in question – more quality control for things like prescription drugs
· some uncertainty out there on how much control TM owner will have to exercise – based on different cts’ views on the issue
3. loss of right resulting from owner failing to go out and stop infringers of his mark
a) failure to stop ppl from using the same/similar mark on the same/similar goods might end up eroding the mark’s significance as a TM
· unpoliced use by potentially infringing parties, as opposed to uncontrolled use by licensees
b) e.g., if lots of companies are out there selling cola under the mark “COKE,” and Coca-Cola doesn’t aggressively stop them, then the term “COKE” would no longer have source-identifying significance, distinguishing one producer’s good from another
c) TM owners often cite duty to police their marks, to prevent loss of rts, genericide, etc.
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I. Registration – Overview of the Process
A. application and examination process
1. must file application with PTO seeking to register your mark – §1051: what has to be in app
2. variety of bases on which you can file an application
a) actual use of mark in commerce
b) bona fide intent to use mark in commerce
c) use/registration/application in a Paris Convention country
d) Madrid Protocol (see p.317) – agreement b/t ~67 nations (inc. EU); if you’re a national of a country belonging to MP, you can file a TM application in your home country, and request that your app be forwarded to the WIPO, and request that WIPO forward your app to various member countries, asking them to register the mark
3. examination in PTO by an Examiner – reviews app to make sure it’s formally proper, and then will determine whether or not the mark is eligible for registration
a) much of this will consist of things we’ve already talked about: subject matter, use, etc.
b) some new considerations – §1052 (§2) sets up series of Σtory bars on registration
· exceptions, where registration can be refused on basis of nature of the mark
(a) e.g., §2(e) – mark that is merely descriptive of the goods
(b) e.g., §2(e)(5) – mark that is purely functional
(c) e.g., §2(d) – mark confusingly similar to a previously registered or used mark (essentially the priority question from Ch. 4)
· exceptions to the exceptions: §2(f) – acquired distinctiveness will allow you to be registered even if you were refused under (e)(1), (e)(2), or (e)(4)
(a) note: secondary meaning exception doesn’t apply to most §2 bars
(b) PTO may accept proof of substantially exclusive and continuous use of the mark for five years as prima facie evidence of secondary meaning
4. if Examiner rejects the application, applicant can try to amend app
a) if it gets finally rejected, applicant can appeal to TTAB, and ultimately the ct
5. if, on other hand, Examiner decides that you do qualify for registration, notice of the mark will be published in the official gazette
B. opportunity for opposition (§13)
1. publication allows parties who might object to registration of your mark a chance to formally object and try to stop PTO from registering your mark
a) must file opposition within 30 days of publishing
b) in order to get notice, opponents must monitor official gazette every time it’s published
2. standing rights – must show that you would be harmed by registration of the mark
3. opponent can win on any ground that would bar the mark from registration (generic, merely descriptive, confusingly similar, no actual/constructive use, §2 bar…)
4. if opponent wins, then mark will not be registered
a) if opponent loses, then mark proceeds to registration (or to notice of allowance, for ITU applications)
C. upon registration – still could be cancelled (§14)
1. if you petition to cancel a mark w/in first five years of registration, could petition on any grounds for which it wasn’t available for registration in the first place
a) but after 5 years, grounds are significantly limited – can still apply to cancel, but only on a limited number of grounds (genericness, functionality, abandonment, fraud, §2…)
2. note: this is inter partes proceeding – full-blown litigation, considered by TTAB
D. notice of registration (§1111)
1. no req’t that you use the ® notice – but if you don’t use the notice, and you go to sue someone for infringement, you won’t be entitled to recover profits and damages unless Δ had actual notice of your registration – so there are impt remedial benefits to using the ® notice
2. brings up question of the ™ notice – Σ says nothing about this symbol
a) ™ is for TM hopefuls that are trying to stake their claim on TM rts – asserting that they’re in the process of developing TM rts in the mark; no legal significance
E. final procedural point: duration of registration rights
1. TM law has no fixed term, unlike patent and copyright law
a) TM rts depend on the use of the mark with particular goods and svcs; rts can continue as long as mark is used with those goods/svcs and maintains its distinctive character
2. registration rts can also go on forever, but not automatically (§8)
a) 6 years after you get a registration for your mark, you have to file an affidavit showing that you’re still using the mark, indicating which goods/svcs you’re using it on
· if you don’t file a §8 affidavit, PTO will automatically cancel your registration
b) renewal requirements for every 10 years subsequent
3. over time, and with some formal requirements, mark can become incontestable
II. Exclusions from Registration – §2 Exclusions TC "I. Purposes of Criminal Law" \f C \l "2" 
A. §2(a) bars registrations of a mark that consists of or comprises immoral, deceptive, or scandalous matter, or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt, or disrepute

1. encompasses immoral/scandalous marks, disparaging marks, deceptive marks, and types of geographic marks; see below

B. immoral/scandalous marks – §2(a)
1. “scandalous” means offensive to the conscious, moral feelings; shocking to sense of truth, decency, propriety

2. two part test for scandalousness

a) what the mark means – as a word (as a whole), and in context of its use in connection with the particular goods/services

b) whether some substantial composite of the general public would perceive that meaning to be scandalous

3. most of the argument will center not on whether or not the mark is scandalous, but on whether the meaning of the mark is the one that would be considered scandalous (first prong)

a)  “FCUK” actually means “French Connection UK”, but it’s also a misspelling of the most vulgar expletive – and such ambiguity is relevant

b) where there are two or more plausible meanings, and where there’s no evidence that general public would choose one or the other of those meanings, then we can’t say that a mark is scandalous, since public could take it to mean the more innocuous one
C. disparaging marks – §2(a)
1. Harjo v. Pro-Football Inc. (TTAB 1999) (p.321) – “REDSKINS” for football services
a) same two-step process for disparagement
· what the mark means – as a word (as a whole), and in context of its use in connection with the particular goods/services
· whether some substantial composite of the identifiably referenced person/group would perceive that meaning to be scandalous
(a) note: reference to the particular group, not to general public
2. other notes on the TTAB disparagement test
a) here, as in case of scandalous marks – not dispositive whether person seeking to adopt this as a mark intends to disparage the group (might be relevant, but not conclusive)
b) relevant timeframe for determining disparagement – at the time of registration
· given shifts in public sensibilities – want to give companies some certainty, otherwise would have fear of further challenges upon unforeseen shifts in sensibilities
c) second prong: in the relevant timeframe, does a substantial composite of the relevant group find the term disparaging?
· possible evidence: individual testimony of group members; evidence of group protests of the use of the mark at the time; evidence that general public finds the word disparaging w/reference to group, and no evidence that this general perception differs from group perception; written evidence (early media use of the word as disparaging/condescending); some survey evidence
D. deceptive marks – §2(a)
1. In re Budge Manufacturing Co., Inc. (Fed Cir 1988) (p.338)
a) “LOVEE LAMB” for automotive seat covers, which are made from synthetic fibers
b) three-step test for deceptiveness
· whether mark is misdescriptive – does it misdescribe some characteristic of the goods or services
(a) here: yes, products aren’t made from lamb or sheepskin
· whether potential buyers will believe the misdescription
(a) here: yes, other seat covers are made from lamb or sheepskin, so it’s a reasonable inference to believe that these are as well
· whether misdescription is likely to affect the decision to purchase – materiality prong
(a) here: yes, natural lamb or sheepskin is more expensive, with different characteristics (cost and quality difference)
c) note: it doesn’t matter whether or not the other advertising materials clarify this misdescription – the whole test is whether or not the mark itself is deceptive
· also doesn’t matter whether or not Δ intends to deceive consumers
2. relationship b/t deceptive marks [§2(a)] and deceptively misdescriptive marks [§2(e)(1)]
a) three basic types of marks:
· descriptive – §2(e), §2(f) ( not registrable under §2(e) unless you can show secondary meaning (as for all merely descriptive marks)
· deceptively misdescriptive – §2(e), §2(f) ( not registrable under §2(e) unless you can show secondary meaning
· deceptive – §2(a), NO §2(f) secondary meaning available
b) if you meet all three prongs of deceptiveness test, then it’s deceptive under §2(a) – won’t get registration

c) if you meet prongs 1 and 2 but not 3, then it’s not deceptive, but it is deceptively misdescriptive under §2(e)(1) – can’t be registered without a showing of secondary meaning, since §2(e)(1) is covered by §2(f)
· summary: if you don’t meet prong 3, then it’s just deceptively misdescriptive, and treated essentially the same as a merely descriptive mark
E. geographic marks

1. note: deceptive marks under §2(a) include geographically deceptive marks (same analysis)

2. primarily geographically descriptive marks – §2(e)(2)
a) first: whether primary significance of mark is its geographical connotation
· must be generally known (not a minor, remote, or obscure geographic name)
· must be the primary connotation of the term
b) second: whether purchasers would be likely to make a goods/place association
· would public associate the mark on the goods being used w/geographic place
· place doesn’t have to be famous for these goods in order to meet this prong
· ct will presume a goods/place assn if the goods actually come from the place
3. applications of the test, to different types of geographic marks
a) if both prongs met, and goods do come from that place – geographically descriptive
· §2(e)(2) – if mark is geographically descriptive, then can’t be registered absent secondary meaning (since §2(f) allows registration of an (e)(2) mark with showing of secondary meaning)
· e.g., Appalachian Log – geographically descriptive, and π hadn’t made sufficient showing of secondary meaning
b) if (1) is met, but not (2) – arbitrary (inherently distinctive)

· e.g., AMAZON for books

· nothing in §2(e) would suggest that such a mark isn’t registrable

· note: some geographic terms can be generic (e.g., SWISS CHEESE)

c) if (1) and (2) are met, and goods don’t come from that place – primarily geographically deceptively misdescriptive (PGDM)
· if (1) and (2) are met, and goods don’t come from that place, and misdescription is material to purchasing decision – geographically deceptive
· old rule: PGDM marks could be registered upon showing of secondary meaning, but geographically deceptive marks can’t ever be registered

d) new rule, after NAFTA and TRIPS – PGDM marks can’t be registered upon showing of secondary meaning

· geographic marks that are deceptively misdescriptive are now treated just like geographically deceptive marks
· so basically: the geographic nature of the mark causes a shift in the deceptiveness analysis – no secondary meaning available for PGDM marks
4. new gloss on PGDM test: Fed Cir decision in California Innovations (p.349)
a) since the consequences of being classified as PGDM are so much more harsh, have to be more careful about what marks we classify as PGDM
b) test for PGDM marks:

· (1) primary significance is geographic
· (2) public will make a goods/place association
· (3) goods don’t come from the place
· (4) misdescription is material
c) seems to have emasculated the whole PGDM category
5. likely responses from PTO, re marks that meet (1) through (3), but not (4)
a) most likely: it may not be deceptively misdescriptive, but it’s still misdescriptive – will treat misdescriptive marks like descriptive marks, will allow registration on showing of secondary meaning
b) unclear how to treat the old PGDM marks now, post-TRIPS, post-Fed Cir gloss
F. name marks

1. statutory provisions:

a) §2(e)(4) – bars registration of marks that are primarily merely a surname
b) §2(a) – bars registration of marks that falsely suggests a connection with persons living or dead
c) §2(c) – bars registration of marks that identifies a particular living individual, without his written consent (includes dead presidents, if widow is still alive)
2. §2(e)(4) primarily merely a surname – In re United Distillers, PLC (TTAB 2000) (p.358)
a) question of primary significance to the purchasing public
b) factors to think of in terms of whether or not a term is primarily merely a surname
· rarity of the surname – examination of phone listings
· does anyone connected to applicant bear that surname
· does the word have any other meaning – dictionary defn, usage in literature
· does the word have the “look and feel” of a surname
c) note: not an absolute bar to registration – just imposes a secondary meaning req’t
3. §2(a) falsely suggesting connection w/persons living or dead: Sauer (TTAB 1993) (p.361)
a) same or approximately the same as the person’s name;
b) would be recognized as such by the public;
c) person isn’t actually connected to the goods; and
d) person of sufficient fame that connection will likely be considered by a purchaser
4. §2(c) identifies a particular living individual, without his written consent
a) in Sauer, req’ts that the individual bearing the name in question will be associated with the mark as used on the goods, either b/c that person is so well known that the public would reasonably assume the connection, or b/c the individual is publicly connected with the business in which the mark is used
5. other notes on the distinctions between these provisions
a) §2(e)(4) is only connected to surnames, whereas §2(a) and §2(c) expand to all variations of names (first names, nicknames, etc.)
b) §2(e)(4) just turns on whether we classify the term as a surname
· §2(a) and §2(c) clearly require more – that there be some identification of some particular person to which a suggestion of connection is false, or whose written consent you’d need
c) §2(a) is the only one that makes falsity relevant
d) §2(c) is the only one where we care that there’s a living individual
III. Incontestability
A. general benefits of registration
1. notice – benefit to public, to competitors (leads to less adoption of confusingly similar marks)
2. benefit of constructive use – get treated as having actual use priority nationwide as of the date you file your application
3. registration has sometimes been necessary for US companies to get registration abroad
a) traditionally, some countries that say they won’t register a mark unless it’s registered in your home country
b) today, with the Madrid Protocol, registering in US as a way to launch registration in other countries has significant benefits
4. evidentiary benefits – in particular, benefits of §33(a) and §7(b)
a) provide that if you have a registration, your certificate of registration is prima facie evidence that your mark is valid and registered, that registrant owns that mark, and that registrant has exclusive rt to use that mark in commerce on the goods/svcs identified
5. some benefits re geographic scope (see next Part)
B. preserving benefits of registration over time – §14 immunity from cancellation
1. §14: for first 5 yrs after your mark is registered, someone can come in and seek to cancel your registration on any grounds on which someone could have opposed registration in first place
2. after first five years, grounds for cancellation are restricted – §14(3)
a) generic, functional, abandoned, obtained fraudulently, misrepresents source, etc.
b) notice that this list doesn’t include things like: merely descriptive or deceptively misdescriptive or merely a surname, without secondary meaning; confusing similarity to someone else’s mark who got there first
C. another doctrine – incontestability
1. goes farther than preserving benefits – confers additional benefits to your registration over time
2. how a mark becomes incontestable (not just a five-year waiting period) – §15
a) must have had the mark registered for five years
b) must file a §15 affidavit, proving that you’ve not only had the mark registered for five years, but also that you have continuously used it for five years on particular goods/services listed in the affidavit
c) no pending claim against your mark or your right to use it
d) mark can’t have become generic
3. benefits of incontestability – §33(b)
a) not just prima facie evidence of validity of mark and exclusive right to use, but conclusive evidence
4. defensive use of incontestability – when someone else comes along to sue you for infringement of their mark, on confusingly similar grounds, can defend against that claim by using incontestable status
a) defensive against confusingly similar claim, and merely descriptive claim
5. offensive use of incontestability – Park ’N Fly (US 1985) (p.370)
6. π established incontestable status of its mark; sued Δ for subsequent use of this mark
a) Δ’s two defenses:

· π’s mark isn’t valid – either because it’s generic, or because it’s merely descriptive and hasn’t acquired distinctiveness
· alternatively, even if mark is valid, Δ argued that it hasn’t infringed – Δ’s use of “DOLLAR PARK ’N FLY” isn’t likely to be confusingly similar
7. SC holding – incontestability isn’t available just as a shield against validity claims, but also as a sword in infringement suits
a) §33(b) says that incontestable registrations are conclusive evidence, subject to enumerated challenges – more than just §33(a) prima facie evidence
b) enumerated challenges in §33(b) don’t include a claim of mere descriptiveness – so Δ can’t raise that as a claim against an incontestable mark
· concern of mere descriptiveness lessens over time (as opposed to enumerated challenges that are preserved); 5 yrs of exclusive continuous use (and PTO can use that kind of continuous use as prima facie evidence of secondary meaning)
8. Stevens dissent: lack of distinctiveness should be a fair challenge to an incontestable mark
a) if it turns out that PTO was wrong about deeming a mark distinctive, then you shouldn’t allow markholder to retain registration when he’s never had to make a showing of secondary meaning
9. note: incontestability goes to the validity issue, not to the infringement issue
a) doesn’t establish necessarily that Δ’s use is infringing – π will still have to prove that that Δ’s mark causes a likelihood of confusion
D. enumerated challenges that are preserved under incontestability – not as strong as it sounds
1. §33(b) – conclusive evidentiary benefit of incontestability registration shall be subject to proof of infringement, and shall be subject to following defenses/defects
a) registration or incontestability status was obtained fraudulently
b) mark has been abandoned (note: includes genericide)
c) mark is being used to misrepresent source of goods
d) mark is being used to violate the antitrust laws
e) mark is functional
f) typical equitable rules like laches and estoppel are applicable
g) fair use defense (sub4) – even if mark is registered and incontestable, there are some uses of it that others can make that won’t be infringing
h) prior users (sub5)
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I. Common Law Rule
1. United Drug Co. v. Theodore Rectanus Co. (US 1918) (p.381)
2. timeline of π and Δ uses of the mark in question
a) 1877: UD predecessor starts using REX mark on pills in Massachusetts
b) 1883: TR starts using REX mark in Kentucky
· both succeed in markets, are continuously used
c) 1912: UD, having acquired the original business, starts selling REX dyspepsia pills in Kentucky – in TR’s home market
3. modification of general priority rule to take into account geographic scope of market in which the use occurs
a) general priority principle doesn’t apply where the same mark happens to be used simultaneously in different markets that are separate/remote
b) the area in which they use the mark is the area in which they gain the TM rts
c) modified priority rule: senior user prevails over a junior user, except that a junior user who adopts a mark in good faith in a remote market is therefore the senior user of the mark in that market and acquires rts in that market, even as against the senior user in time in the general market
· so will have to figure out who is a “remote,” “good faith” junior user
4. rationale for CL rule of geographic scope
a) to extent that TM rts are about protecting what consumers are likely to take mark to mean, UD has no rts in KY since no one in that market thinks that REX identifies UD
b) notice: historical difficulty of discovering whether a mark is in use elsewhere in the country; overly burdensome to require new producers to make such investigations
c) concern about how broad rts should be given to first user
· don’t want to give property rts in gross in the mark – conception that the mark is simply a representation of the goodwill of the business
II. Geographic Limits of Registered Marks ((how Lanham Act and registration changed CL rule))
1. Dawn Donuts Co., Inc. v. Hart’s Food Stores, Inc. (2d Cir 1959) (p.387)
2. π is using DAWN on baked goods on both retail and wholesale levels; Δ is using DAWN just on baked goods sold at retail level
a) π began using mark in Michigan in 1922 (wholesale) and 1927 (retail) – has registered the mark (under old system in 1927, and renewed in 1947 under Lanham)
b) Δ comes along in 1951 and starts using DAWN in Rochester
3. π’s fed registration changes the CL rule, since it grants nationwide rights

a) §22 provides constructive notice of registrant’s claim of ownership – to the extent that knowledge of the senior user’s use of the mark defeats good faith, constructive notice says that as of 1947, everyone is on notice of π’s prior use
b) so π had priority rts nationwide; Δ fails in this arg

4. Δ’s other defense – abandonment; π hasn’t used DAWN mark at retail on donuts in Rochester for 30 years or so
a) holding: abandonment has to be nationwide as well; as long as you use the mark in some part of country, no abandonment of mark in particular geographic markets
5. question of remedy – though π has nationwide priority, doesn’t mean π is automatically entitled to remedy of enjoining any other user of the mark

a) basic rt of TM holder is to use the rt to the exclusion of anyone else whose use is likely to cause confusion to consumers – π has rt against someone’s confusing use
b) π isn’t in this geographic market, no showing of likelihood of π entering that market – if π were there and consumer were confronted with two different DAWN DONUT stores, that would be a prime case of consumer confusion
· since there’s only one person in the Rochester market selling DAWN DONUTS, no likelihood of consumer confusion
B. how things have changed since Dawn Donuts – DAWN hypo 1 (impact of constructive use)
1. new timeline of conflicting users

a) π uses DAWN on donuts in MI in 1990
b) π applies to register in 1992
c) Δ uses DAWN on donuts in NY in 1993
d) registration issues to π in 1994
2. constructive notice comes through registration, so §22 doesn’t help π in this case
a) but in 1990s, constructive use applies, under §7(c)
b) constructive notice is good only as of date of registration, but constructive use is good as of date of application
c) so here, π would probably prevail – since π got the registration, the application date is treated as nationwide priority date
3. this is an additional benefit of constructive use – actual use will give π rts in the geographic market as of 1990, but constructive use will give nationwide priority of use as of application date (which is likely sooner than π actually gets to nationwide actual use)
a) so we expect prospective new producers to check not only for actual registrations on Principal Register, but also pending registrations, to make sure to avoid conflicts
C. statutory provisions – overlaid on top of CL doctrines
1. §33(b)(5): if you were using it before the registration but after the senior user’s use, you can be a remote good faith user
2. §7(c)(1): if a junior user registered while a senior user hasn’t, senior user can still use the mark

3. §15: even if registration becomes incontestable, senior user still has rights b/c incontestability doesn’t affect rights acquired through prior use
III. National Territoriality of Rights
A. basic territoriality principle: TM rights within any particular national borders are governed by that country’s sovereign, no matter who holds the rights
1. Person’s Co., Ltd. v. Christman (Fed Cir 1990) (p.400)
2. π Japanese co starts selling clothes under PERSON’S mark in Japan; Δ C buys some of their clothes, brings it home, finds no one using that mark in US, decides to sell sportswear under PERSON’S mark in US, gets a fed registration

a) π decides to expands its market into US; applies for and receives a fed registration

b) counterclaims as to priority, cancellation claims under §2(d) likelihood of confusion
3. holding: found for Δ
a) rejected π’s priority claims: foreign use can’t be basis for priority under §2(d)
· Δ was first user in US commerce and first to obtain fed registration

· note: π might have been able to assert priority had it made a claim under §44 (which makes it easier for foreign applicants to establish goodwill in US)

b) rejects argument that Christman acted in bad faith: mere knowledge of foreign use doesn’t make you a bad faith user (esp. since here, Δ is senior user in US)
· bad faith re foreign use: either mark must be famous in US, or US use must be nominal with sole intent to block foreign user’s entry

B. Int’l Bancorp LLC v. Societe des Bains de Mer (4th Cir 2003) (p.406) – complicates picture
1. SBM runs the Casino de Monte Carlo, promotes the casino in New York, hasn’t registered the mark in the US, doesn’t have any casinos in the US
a) IB registers URLs that include the casino names; the web sites suggest that there are alternatives to the casino in Monte Carlo
b) IB seeks declaratory judgment that it has right to register domain names, SBM sues to say IB is infringing
2. question of if SBM has rts in US – redefining “use in commerce” in §1127
a) NY office just advertised and promoted (didn’t do any business); BUT the Casino de Monte Carlo did commerce with American citizens in Monte Carlo, and it displayed the mark in advertising in the US
b) holding: Casino de Monte Carlo has met the definition, even though all its services are rendered overseas – therefore entitled to protection
3. vigorous dissent – this is an abandonment of the territoriality principle
a) this is saying that mere advertising in the US is enough as long as there’s some sales or services to US citizens abroad
b) by this logic, the Japanese company in Person’s should be entitled to claim rights to the PERSON’S mark
4. not clear how far this majority view will be accepted
a) PTO hasn’t shown inclination in registration to follow this view
C. Grupo Gigante v. Dallo & Co., Inc. (9th Cir 2004) (Supp. p.87)

1. interpretation of Paris Convention provision: members, like the US, have to bar the use of a mark that its likely to cause confusion that is considered to be “well-known” in the US, even if they’re not used or registered there
a) basic holding: the “well-known marks” exception to territoriality principle does exist
b) where a mark is well-known in the US, then the territoriality principle won’t deny priority to the foreign user
2. question of what constitutes “well known”

a) whether or not a substantial percentage of consumers in the relevant geographical market in the US is familiar with the foreign mark
b) note: “well known” is about more than just secondary meaning

IV. Extraterritorial Enforcement of US Trademark Rights
A. basic question in this section: someone has rights in the US, seeking to enforce those rights in conduct that occurs at least partly outside the US – does the Lanham Act apply?
B. Steele v. Bulova Watch Co. (US 1952) (p.433)
1. Steele (citizen of San Antonio) runs watch business in Mexico City, registered BULOVA in Mexico City; some of the watches make it back to the US
a) Bulova, concerned that this is hurting its reputation, sues in TX
2. side note: ct has to have personal jurisdiction over extraterritorial Δ

a) easy here b/c he’s living in San Antonio, but can be a separate issue in these cases
3. issue: whether US DCt has jurisdiction to award relief to US corp (TM owner) against TM infringement done by a US citizen in another country
a) question is whether Cong has affirmatively reached out to cover this kind of activity in the Lanham Act
b) holding: yes – broad jurisdiction granted under Lanham Act
· “commerce” defined as “all commerce which may lawfully be regulated by Cong,” in §45

4. note: Δ’s Mexican registration had been invalidated before this suit, so it’s immaterial here

a) Δ is just a US citizen w/o foreign registration, engaged in conduct that has effect in US

C. Vanity Fair Mills, Inc. v. T. Eaton Co., Ltd. (2d Cir 1956) (p.436)

1. use of VANITY FAIR on women’s underwear; different entities own rts in that mark in US and in Canada; US markholder sues for infringement, based on Δ’s use of mark in Canada
2. question is whether or not 2d Cir can adjudicate claims based on Canadian conduct
a) ordinary principles of territoriality say that a US citizen’s rts w/r/t competition by foreign nationals in foreign countries is adjudicated by that country
b) but result might be different under the Lanham Act, if it supersedes the ordinary common law rules
c) ct’s reading of Bulova: three factors permitting extraterritorial enforcements
d) Δ’s activity had substantial effect on commerce in the US
· but this alone isn’t enough to exercise jurisdiction over foreign conduct
e) activity by a US citizen
f) activity where there was no claim of valid rights under foreign law
· in Bulova, Mexican registration had been nullified; US cts don’t want to impinge on rts that are valid under foreign law

3. 2d Cir: we don’t think Cong intended Lanham Act to extend as far as this case (where it’s merely a substantial effect on commerce in the US)
a) unclear whether you have to have all three, but does say that just one isn’t sufficient
b) implies that the real heart of Bulova was Cong’s power to regulate citizens’ actions abroad, but doesn’t say this outright
D. Sterling Drug, Inc. v. Bayer AG (2d Cir 1994) (p.443)

1. BAYER is owned by a different party in the US than it is in pretty much the rest of the world; US TM owner sued German owner, alleging that German owner is using the mark in ways that infringe US owner’s rights
a) π wins in DCt, gets injunction that prevents Δ from using the mark in ways that will reach the US (e.g., placing ads in periodicals that reach the US)
2. one question on appeal – whether or not jurisdiction over the German TM owner’s activities is proper under Vanity Fair
a) here, there’s an effect on US commerce, but Δ isn’t a citizen, and there’s a claim of valid rts under German law – would think no jurisdiction under Vanity Fair
3. holding: won’t interpret Vanity Fair factors so strictly

a) in part b/c π isn’t seeking a complete bar on Δ’s activities (only seeking to regulate the foreign TM owner’s uses that reach into the US), so ct is more comfortable exercising jurisdiction, even though there’s only the one factor in play here
4. can read this as some retreat in 2d Cir on how strongly they’ll insist on having all 3 factors met
E. concluding notes
1. we’ve focused on 2d Cir interps, but there are other circuit interps out there
a) 9th and 5th Circuits – may just need to show “some effect” on US commerce, not “substantial”
b) most recently, 1st Circuit (McBee, optional reading in Supp) – has said that the real question is whether the activity is by a US citizen (threshold question in jurisdiction)
· if conduct isn’t by a US citizen, then we have to make sure that there is a substantial effect on US commerce in order to exercise jurisdiction
(a) if so, US cts will have power to exercise jurisdiction – could make prudential decision not to hear the case
· if conduct is by a US citizen, this alone might be enough for jurisdiction, even if activity didn’t have substantial effect
(a) but 1st Cir didn’t reach this question in that case
2. presumably, we’ll see more and more of these cases as trade grows more global
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I. Evolution of the Confusion Standard TC "I. Purposes of Criminal Law" \f C \l "2" 
A. Borden Ice Cream Co. v. Borden’s Condensed Milk Co. (7th Cir 1912) (p.449) – old rule
1. old company has been around since 1857, uses BORDEN as mark on several milk products; new company comes along in 1911, incorporated with express purpose of making and selling ice cream to the public; old company sues for infringement; wins below; new company appeals

2. holding: reversed DCt – no likelihood of confusion, since parties aren’t directly competing
a) rule that two producers must be competing in the same goods for this claim to stand

3. rationale and concerns for this rule

a) TM law as designed to protect goodwill – old company doesn’t have any reputation or goodwill in ice cream product market, so nothing to protect under TM law
b) view that TM law is about protecting owner against having its sales diverted – since old company wasn’t selling ice cream, none of its customers will be diverted

c) some depletion concerns – if ct grants rights to old company, it might not get around to ever using the mark, mark won’t be used in the ice cream product market

d) slippery slope concern – if we’re going to expand old company’s rights beyond direct competitive products, ct is a little worried about how far they’ll expand those rights

B. Fleishmann Distilling Corp. v. Maier Brewing Co. (9th Cir 1963) (p.452)

1. mark BLACK & WHITE on Scotch whisky; strong mark in California (strong sales, lots of advertising); Δ comes along and starts selling BLACK & WHITE beer in Los Angeles
2. holding: π prevails on claim for infringement

a) Lanham Act – codified possibility of deception of consumers as basis for infringement

· §1114 (§32) – clearly makes liable someone who uses a mark if such use is likely to cause confusion, mistake, or to deceive

· made confusion relevant as a statutory matter – key question becomes likelihood of confusion, not merely diversion of sales

b) here, ct held that confusion is likely

· consumer assn of BLACK & WHITE with Scotch whisky is quite strong; consumer likely to have made strong assn of mark with the source

· products are related enough that this assn will carry over – Scotch whisky and beer are connected enough in minds of consuming public that the assn formed in the Scotch whisky market will carry over into the low-priced beer market

3. modern rule is clearly that use of the mark on related but non-competing goods can be infringement if consumers will be likely to be confused, mistaken, or deceived

a) so we don’t ask whether the goods are related – go straight to question of confusion

· note: one of the factors of confusion is how closely goods are related

II. Unauthorized Use
A. what kind of use by Δ might come within π’s rights – threshold question in infringement cases
1. before you even get to likelihood of confusion analysis, must show that Δ’s actions constitute “use” under §1114 or §43(a), the confusion/infringement provisions
B. Holiday Inns, Inv. v. 800 Reservations, Inc. (6th Cir 1996)
1. Holiday Inn, spent lots on developing its mark; has adopted phone number 1-800-HOLIDAY; Δ then adopts number 1-800-H0LIDAY (0 instead of O), for use in making hotel reservations
a) π args about how/why it’s harmed by fact that Δ controls the other number

· diversion of customers – if you call the wrong number, you might be told that there are no rooms available at Holiday Inn, or you might get a higher quote for a Holiday Inn room – classic TM harm
2. problems with the claim under TM law
a) Δ hasn’t actually used the π’s mark – never actually portrayed its number as “H0LIDAY,” always advertised using the numeric 1-800-405-4329
· number might translate into something very similar to π’s TM, but itself doesn’t look similar or identical to mark “1-800-HOLIDAY”
· so Δ hasn’t actually created any confusion by any use of the mark, or reproduction of the mark, or colorable imitation of the mark
b) Δ may have intended to benefit from confusion that’s already out there, which might be relevant in terms of whether what you were doing is likely to cause confusion – but we don’t get to LoC analysis unless your action constitutes use
3. holding: no unauthorized use, so ct didn’t get to LoC analysis
C. the internet, and how it’s changed the question of “use”

a) 1-800-Contacts, Inc. v. Whenu.com, Inc. (2d Cir 2005) (Supp. p.118) ( popup advertising
b) holding: not using π’s mark in any way subject to TM law – not TM use subject to prosecution under Lanham Act
c) Δ not actually using “1-800-CONTACTS” in its keyword-triggered popups, just using “www.1800contacts.com”
d) use just for its functional abilities, not for its source-identifying function?  to the extent you’re using the π’s mark, you’re using it for a different purpose than the TM purpose of source identification
· Δ not using it in any way that is communicated to the public, but just as an internal use
· but: §1114 gives TM owner rts as against others who use imitations of mark “in connection with the sale, offering for sale, distribution, or advertising of goods or services…” – no express req’t that mark be in sight of consumers…
e) Δ isn’t using specific TMs as keywords – uses keywords as part of a larger category, not just a use targeted at diverting specific π’s customers
f) Δ isn’t displaying π’s TM, since the popup displays Δs’ marks – to extent that π’s mark appears, that’s because consumer has pulled up π’s website
g) could arg that Δ is okay b/c even when using π’s TM, it’s not using it as a mark on its own goods or services – not using mark as a mark (raging academic debate over this)
2. Google Inc. v. Am. Blind & Wallpaper (ND Cal 2005) (Supp. p.114) ( search engine cases
a) sale of keywords identical to TMs to drum up business for competitors; more money to Google for the more attractive keywords
· DCts are all over the map, so ask whether this kind of use should be proscribed
b) one arg: analogy to shopping, where stores group things together to enable consumers to find items
· if someone comes into store looking for Pantene, just b/c Purell is next to it, wouldn’t hold Purell liable for infringement
· but what if store said to Purell “If you pay us some money, we’ll put you next to Pantene; if you don’t pay us any money, then we’ll put you way off back of beyond” – could arg that this is infringing use of Pantene’s goodwill
3. Bosley Medical Institute, Inc. v. Kremer (9th Cir 2005) (Supp. p.128)
a) Δ is dissatisfied former patient of π, purchased domain name to criticize π, using π’s mark “BOSLEY MEDICAL” in a website URL (www.bosleymedical.com)
· Δ pretty clearly using the actual mark, in connection with goods/services out on the market; and here, use of the mark is in public domain, not just internal like in other two internet cases
b) but holding – this isn’t a commercial use of the π’s TM
· nature of TMs as protecting businesses in their trade, against competitors essentially trading on their goodwill
· as a matter of Σ, req’t that mark be used “in connection with the sale” of goods/svcs – Cong restricted scope of TM rts to other ppl’s commercial uses
c) fact that customers might have a harder time finding π’s website (can’t just type in π’s TM) – that alone doesn’t make this “commercial use” (just b/c it might in some way interfere in π’s ability to engage in commercial transactions with its customers)
III. Likelihood of Confusion
A. basic test for infringement – whether an appreciable number of reasonably prudent purchasers are likely to be confused
1. direct evidence of actual confusion on part of consumers, and circumstantial evidence, to infer likelihood of confusion, based on relevant circs
2. modern cases involving multi-factor confusion test is a circumstantial test
3. each circuit has its own list of factors – see diagram p.470
4. Virgin Enterprises Ltd. v. Nawab (2d Cir 2003) (p.472) ( strength of the mark factor
5. π uses VIRGIN on all kinds of items; Δ uses VIRGIN on wireless phones (which π doesn’t yet use mark on)
6. ct recognizes that there are two dimensions to strength of the mark that are relevant
a) conceptual strength (ct here calls it “inherent strength”)
· where it falls on the spectrum of distinctiveness – arbitrary, vs. generic, etc.
· if it’s arbitrary/fanciful, then it’s a conceptually strong mark; if it’s descriptive or suggestive, it has less conceptual strength
· if a mark is conceptually strong, then there’s a greater likelihood of confusion
· note: so this is yet another reason to be careful about adopting descriptive or even suggestive marks – may get lesser protection as against infringing uses
b) market strength (ct here calls it “acquired distinctiveness”) – or, the fame of the mark
· consumer recognition: real-world question of how much association is out there in the minds of consumers b/t the mark and the TM owner as the source
· factors to tell us how much market strength a particular mark has: length of use of the mark, how widely mark has been advertised, sales volume of the mark, amount of third party use (how unique the assn with the π really is in this case)
· note: this is very similar to the test for secondary meaning
7. holding: π’s mark is strong on both of these factors
a) arbitrary as applied to π’s products and services; high market strength
b) both of these cut towards a finding that it’s more likely that consumers will be confused by Δ’s use of the mark on wireless phones
B. McDonald’s Corp. v. McDental (NDNY 1993) (p.478) – family of marks
1. π claims rights in “Mc” family of marks – group of marks that has some recognizable common component, used in a way such that the public recognizes that common component as an indicator of source
a) protection for the family (the sum) is greater than that for the individual marks – protection broader than that of just MCRIBS, MCFISH, etc.
b) cts are rigorous in insisting that ppl recognize the component as indication of source
2. ct recognized that McDonald’s can have rights in the prefix as the family of marks
a) then does confusion analysis w/r/t the prefix and the family of marks (class notes, p.71)
b) remember: other factors might cut the other way, so even though π may have rts as to prefix, doesn’t necessarily mean that anyone’s use of Mc_____ would be confusing
C. other factors in the multi-factor likelihood of confusion test
a) similarity of marks factor
b) several different aspects of similarity – sight, sound, meaning
c) the more similar the marks, the greater the likelihood of confusion
d) in analyzing similarity of the mark – anti-dissection doctrine (general rule)
· ct can also say that there are certain parts of the mark that are dominant, and can focus on those parts, b/c even looking at it as a whole, it’s that part that will make dominant impression on the consumer
e) how consumers will perceive similarity of the marks under the ordinary conditions in which consumers will encounter the mark
f) general rule of foreign equivalence – if you have a word in your mark from a common foreign language, must translate that word in order to compare similarity of the marks w/r/t meaning aspect
· unclear how far this will go, in terms of obscure words or languages
g) typically, cts will say that the more similar the products are, the less similar the marks need to be in order to conclude that consumers are likely to be confused
2. sophistication of the buyer factor
a) basic question that we’re using all these factors to get to – whether an appreciable number of reasonably prudent purchasers are likely to be confused
· general starting point – ordinary purchaser who buys with the ordinary care for this particular class of goods/svcs, under normally prevalent market conditions
· if all π can show is that a moron in a hurry would be confused, not enough

b) analysis in a particular case – sophistication of buyers for particular product at issue
· typically, price turns out to be the most impt factor – the more expensive the goods, the more discerning the reasonably prudent purchaser is held to be
c) note: general presumption that children are more likely to be confused
d) note: professional/commercial purchasers are generally seen as exercising more care, and therefore less likely to be confused
3. relatedness of the goods factor
a) generally, the more similar the goods, the more likely there will be LoC
· TRIPS agreement contains obligation that members should presume a likelihood of confusion if the identical designation is being used on identical goods/svcs – but we haven’t gone this far yet in US law
· and such a presumption would raise questions of what constitutes “identical goods,” which is the analysis we’d have to do without the presumption
b) question of bridging the gap – how likely is it that the π TM owner will bridge the gap b/t the good that it’s currently selling and the good the Δ is selling
· sometimes more importantly – how likely is it that consumers will perceive π to have bridged the gap, or will be likely to bridge the gap
4. channels of trade factor (related to relatedness of the goods factor)
a) how are goods sold to customers, and who are the customers
· if goods are sold to the same or similar customers through the same or similar channels, then more likely to have a finding of confusion
· some sense that cts give this particular factor less weight than other factors
· concern that channels can change fairly easily over time; reluctant to force π to come to ct every time something changes about how Δ comes to market
5. intent factor
a) though not essential, it can be relevant evidence as to whether confusion is likely
· may also be relevant in some circs to the remedies available
b) rationale for having intent as relevant evidence
· if we can show that Δ adopted π’s mark w/intent of taking advantage of π’s goodwill, then we’re likely to give less weight to Δ’s denial that ppl are likely to be confused by Δ’s use
· some cts – “assume that Δ has more brains than scruples” – if unscrupulous Δ is intentionally trying to take advantage of π’s goodwill, will assume that Δ is actively doing things to successfully confuse consumers
c) difficulty of proving intent – has to be proven circumstantially
· if Δ knew at the time that it adopted its mark of the π’s mark, ct will treat that as evidence of intent to trade on π’s goodwill
· not clear that Δ’s mere knowledge of existence of π’s TM is good enough to show this kind of intent – Δ might have had good-faith belief that marks were sufficiently dissimilar, that π didn’t have TM rights (use was merely descriptive, or had become generic)
6. actual confusion factor
a) note: not necessary, likelihood of confusion is enough – but clearly relevant evidence
b) if there’s evidence of actual confusion in actual market conditions: potent evidence on question of whether an appreciable number of consumers are likely to be confused
· hard to overcome this evidence; might be why cts permit a relatively small percentage of actual confusion to constitute good evidence of confusion
c) why actual confusion isn’t always dispositive of the LoC question

· evidence of actual confusion might not get to “appreciable number,” or “reasonably prudent”
· has to be confusion as to the source origin; evidence of actual confusion might just be carelessness in dialing a number or addressing a letter
D. applications of the confusion analysis, in different contexts
1. GoTo.com, Inc. v. Walt Disney Company (9th Cir 2000) (p.506) ( internet context
a) two remarkably similar logos used commercially on internet
b) holding: on internet, don’t have to do full-blown multi-factor analysis; really, only three of the eight factors matter
· similarity of marks, relatedness of goods/svcs, simultaneous use of the web as a marketing channel
c) here, marks are overwhelmingly similar, and svcs are pretty related (both have search engines)
· even though one is travel and the other is entertainment, which seem not related, the mere fact that they’re marketed on the internet makes it weigh in favor of likelihood of confusion
d) example of “internet exceptionalism”?
· TR: factors test itself evolved over time, as cts dealt with evolving stream of commerce; cts should do the same with internet context, not impose this rule
2. Problem 7-5: Private Label Goods (p.511)
a) Venture had, for about 10 yrs, offered its own private label version of the old Vaseline; when Vaseline came out with new bottle, Venture came up with its own skincare lotion in a very similar bottle; Vaseline sues on claim of trade dress infringement – identical packaging, consumers are likely to be confused as to source, etc.
· see class notes, p.77-78, for application of multi-factor in this context

b) Fed Cir case – there isn’t a likelihood of confusion in the private label context
c) potential relevance in TM law of disclaimers more generally
· some tradition in TM law of at least being able to consider that disclaimers may be able to remedy any potential confusion; but then questions of prominence of disclaimer, how likely they are to affect consumer behavior
· but certainly at least in close cases, cts might use disclaimer as a deciding factor
· though: tendency seems to be moving away from view of disclaimers as sufficient; might be connected to move in TM rts to being more about relatedness of goods, as opposed to property rts connected to specific goods
3. Boston Prof. Hockey v. Dallas Cap & Emblem (5th Cir 1975) (p.512) ( promotional goods

a) Δ makes patches in shape of hockey team logos; Δ sought to be licensee but failed; went ahead and made these patches anyways; π sued for infringement
· note: the logo itself is the feature of the product the consumer is interested in, couldn’t care less about source (different from buying a shirt that says GAP)

(a) Δ is selling the TM itself

b) holding: it’s enough that the buyer had certain knowledge that the origin of the TM symbols was π’s teams, even though consumers were clear that the origin of the patch itself wasn’t the team
· expansive holding re confusion – led to much criticism

· all you have to do is show that the public knows that TM is associated with π, rather than focusing on confusion
c) best arg that there really is confusion here: likelihood that consumer will believe the hockey team is endorsing or affiliated with Δ (the actual source of the good)

· expectation that these entities have a legal right to stop it and would exercise it—so if they’re not stopping them, they must be sponsoring them
· TR: this is circular…
E. §2(d) confusion – likelihood of confusion is relevant to registration process
1. §2(d) bars the registration of any mark which is confusingly similar to someone else’s mark which they previously used or previously registered
2. the fact that this determination is typically in the ex parte context of application is going to shape the determination
a) arguments are likely to be different than the contested infringement case – less likely to have survey evidence, but it’s the same formal test
3. one issue that comes up exclusively in the registration context is that of consent agreements
a) if PTO says not going to register b/c confusingly similar, applicant might come back with an ag with user of the prior mark in which he agrees that marks aren’t confusing
b) naked consents – senior owner just says I don’t care – get little weight
c) more detailed consents that talk about how you are actually going to engage in use in a way that doesn’t cause confusion tend to get more weight
d) if senior user is willing to sign up, cts say that’s pretty good evidence that ppl most familiar with the market and those most interested in avoiding confusion don’t think there will be confusion
IV. Confusion Away from the Point of Sale
A. initial interest confusion doctrine
1. Brookfield v. West Coast (9th Cir 1999) (p.521) – MOVIEBUFF mark, LoC part of case
a) WC’s junior use of domain name is likely to confuse – standard LoC analysis

b) WC’s use of mark in keyword meta-tags – hidden in code, not visible to consumers
· could cause initial interest confusion – bait-and-switch, where junior user plays on goodwill of senior user in order to draw consumers in; consumers aren’t confused at the point of sale, but still some benefit from goodwill

· diversion of consumers’ initial interest – misappropriation of π’s goodwill
c) here: consumers get to WC’s site when they were initially searching for π’s site (keyword meta-tags draw consumers to WC’s site instead)

· holding: Lanham Act bars WC from including in its meta-tags any term confusingly similar with π’s mark

· distinguished Holiday Inns: Δ acted affirmatively to create initial int confusion
d) note: even more concern about such initial interest confusion in the internet context, as opposed to brick-and-mortar world, b/c it’s so easy to just click on a site

2. Playboy Enterprises v. Netscape Communications Corp. (9th Cir 2004) (p.528)
a) keyword-targeted advertising on search engines (banner ads); two of π’s TMs (“playboy” and “playmate”) are keyed to adult-themed banner ads by Δ’s service
b) ct applied multi-factor test, as for initial int confusion, in internet context

· evidence on actual confusion – favors π

· internet as marketing channel – equivocal, since countless firms use internet

· consumer care factor – favors π

· intent factor – favors π somewhat; at minimum, evidence suggests that Δs did nothing to alleviate confusion, and that they profit from the confusion

c) holding: allows initial int confusion theory, but restricts it in its application

· claim that targeted ads from π’s competitors that appear as unlabeled banner ads are confusing (this comes out more clearly in Berzon’s concurrence)

· idea that ads that aren’t specifically labeled as run by someone else will create initial int confusion; if labeled, no reasonable claim of bait-and-switch

d) Lamparello v. Falwell (4th Cir 2005) (Supp. p.146)
e) Δ registered fallwell.com (misspelling of π’s falwell.com), for site criticizing π’s views

· applied multi-factor test, no LoC; π nonetheless argued initial int confusion

f) holding: initial int confusion theory failed, for two reasons:
· 4th Cir had never adopted IIC theory; its mode of analysis requires cts to determine whether a LoC exists by examining the allegedly infringing use in context in which it’s seen by an ordinary consumer

· distinguished PETA, which was just outlining the parody defense; didn’t say anything about confusion or IIC

· IIC doesn’t provide basis for liability here anyways – must have Δ use of π’s mark for financial gain
(a) w/o such financial gain, π can’t logically make out a claim of Δ free-riding on the goodwill of his mark – there’s a bait, but no switch
g) also: must look at content of site to determine LoC

· no LoC here: once consumer entered Δ’s site, obvious that it’s not π’s site

B. post-sale confusion

1. classic paradigm case – you’re walking down the street, someone comes to you, opens his trenchcoat and shows a bunch of watches, asks if you want to buy a fake Rolex
a) not much likelihood that any reasonably prudent purchaser will be confused that these watches actually come from Rolex
b) not much likelihood of initial interest confusion, since they’re being touted as fakes (not being lured in by the real thing, but then switched to a fake)
c) but obviously, TM owners are quite interested from stopping ppl from selling fakes
2. potential harms to TM owner – rationales for post-sale confusion doctrine
a) might think that the Rolex isn’t as high-status or expensive or rare – it’s marketed as a high-status exclusive item; someone thinking that random others are walking around wearing real Rolexes might diminish that high-status conception
· note: not clear how this fits into traditional view of TMs as protecting goodwill, etc.
b) might see the product, which isn’t actually as high-quality as a real Rolex, and think that Rolex has gone down in quality – diminishing of Rolex reputation
· less likely in future as potential purchaser to buy a Rolex
3. Ferrari v. Roberts (6th Cir 1991) (p.535)
a) Δ makes fiberglass kits that replicate exterior features of π’s Spyder and Testarossa cars, virtually identical in appearance
· Δ arg: under Lanham Act, should look at confusion at point of sale (purchaser confusion), not confusion of nonpurchasing, casual observers; here, clear that there was no point of sale confusion
b) ct adopts post-sale confusion doctrine

· Lanham Act amended to remove term “purchasers” – read to mean that confusion analysis can be extended beyond point of sale

· post-sale confusion doctrine helps prevent cheapening of genuine product – potential bad impression of quality, impact on potential future purchasers
· factors in the multi-factor LoC test aren’t focused solely on confusion of actual purchasers – e.g., actual confusion (references general public), etc.

4. as general principle – fairly wide acceptance among cts of post-sale confusion theory
a) Ferrari is a pretty extreme example, given how small potential purchasing public is…
· but this seems to be an accepted confusion rationale
b) potential bad impression of quality might be the best way to bring this post-sale confusion view into the general concerns we have about confusion
· if this is really about TM owner’s concern about diminishment of product appeal, this might be more along lines of dilution
V. Reverse Confusion
A. reverse confusion happens when there’s a senior user that no one really knows about (e.g., DREAMWERKS for entertainment services in form of organizing sci-fi conventions), and along comes a junior user (e.g., DREAMWORKS for entertainment services in making studio movies)
1. problem once junior user comes along and starts using the mark – not that ppl will think that movies are coming from the small sci-fi convention company, but the other way around – will think that sci-fi conventions are associated with the movie studio
B. most cts recognize this as a species of consumer confusion relevant to TM law
1. senior user in this case is typically entitled to bring a TM claim under likelihood of confusion law, can often win that type of claim
C. recognizing this as a remedial species of confusion doesn’t set how to determine it
1. some cts: will use normal confusion test, with some modifications of factors to make it appropriate to this different context
a) e.g., traditional “strength of π’s mark” factor – in reverse confusion, we’re more interested in strength of junior user’s mark (might tell us more about extent to which ppl will be confused into thinking that sci-fi convention is associated with junior user)
2. for our purposes – this is a plausible theory, claim of action – but if you get a case like this, have to see how cts in your jurisdiction handle these particular confusion claims
D. remedies available
1. in Big O Tire case (first reverse confusion case) – remedies were largely remedial advertising – but unclear about applicability of this when both users are still using the mark
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I. Dilution TC "I. Purposes of Criminal Law" \f C \l "2" 
A. threshold fame req’t limiting reach of dilution protection – §43(c)(1)
1. e.g., Star Markets, Ltd. v. Texaco, Inc. (D. Haw. 1996) (p.582)

a) original 1996 Σ didn’t define “famous,” but just set forth a list of non-exclusive factors in determining fame

2. revised Σ includes a definition – if it is widely recognized by general consuming public of the US as a designation of source of the goods or services of the mark’s owner [§43(c)(2)(A)]
a) though Cong also lists relevant factors
· duration, extent, and geographic reach of advertising of the mark
· amt, volume, and geographic extent of sales of goods/svcs offered under mark
· extent of actual recognition of the mark
3. whether the mark was registered
4. questions about fame resolved by the revised Σ

a) old distinction b/t “distinctiveness” and “fame” – resolved in §43(c)(1): can be famous either if you’re an inherently distinctive mark, or have acquired distinctiveness
b) question of fame in what geographic market – new Σ defn of famous as including “of the United States” seems to say that you have to be famous on a nationwide basis in order to get dilution protection
· though you only have to be “widely recognized” nationwide, not absolute fame
c) question of niche markets – “widely recognized by the general consuming public of the US” seems to say fame in niche product market isn’t enough for dilution protection
d) some factors that used to be in the Σ relevant to fame, but have now dropped out
· third-party use of the mark is no longer an enumerated factor (though note: cts can consider whatever they want; and this is expressly listed as a factor in considering whether dilution by blurring has occurred)

5. once you pass fame threshold, question becomes whether Δ actions constitute dilution

B. §43(c)(2)(C) – dilution by tarnishment
1. defn: association arising from similarity b/t a mark or trade name and a famous mark that harms the reputation of the famous mark
a) Toys “R” Us v. Akkaoui (NDCal 1996)(p.592), Toys “R” Us v. Feinberg (SDNY 1998)(p.593)
b) π seeking tarnishment injunction against ADULTS “R” US, and WE ARE GUNS
· tarnishment found as against ADULTS “R” US – Δ line associates π family of marks with a line of sexual products that are inconsistent with the image π has striven to maintain for itself

· but no tarnishment as against WE ARE GUNS – not likely that consumers will make the connection between Δ’s mark and the π’s family of marks
c) how to distinguish b/t these two holdings – not clear what std of offensiveness to use

· note that these cases came down before the revised statute

2. under revised Σ – new key to understanding tarnishment is harm to reputation
a) note: both tarnishment and blurring involve some kind of mental association, made by consumers, linking the two marks – harm to reputation assumes that kind of assn
C. §43(c)(2)(B) – dilution by blurring

1. defn: association arising from similarity b/t a mark or trade name and a famous mark that impairs the distinctiveness of the famous mark; nonexclusive list of factors:
a) degree of similarity b/t mark or trade name and the famous mark

b) degree of inherent or acquired distinctiveness of the famous mark

c) extent to which owner of famous mark is engaging in substantially exclusive use

d) degree of recognition of the famous mark

e) whether user of mark or trade name intended to create an assn w/famous mark

f) any actual assn b/t the mark or trade name and the famous mark

2. Nabisco, Inc. v. PF Brands, Inc. (2d Cir 1999) (p.596)

a) PF goldfish crackers, vs. Nabisco CatDog crackers, ¼ of which are goldfish

· for odd reasons, π loses on confusion claim, so ct focuses on dilution claim

b) underlying rationale for blurring claim: if there is only one company selling goods under a mark, whenever you hear or see that mark, you know it points to only one source of goods; but if someone else starts selling totally unrelated goods under that mark, we might arrive at a place where consumers, when they see that mark, can no longer reliably think that the mark refers to the original source
c) more than just confusion – ppl have to stop and think about which Kodak company it is (Kodak the cameras, or Kodak the pizza place)

· arguably, can’t have both confusion and dilution at once w/r/t same consumer

(a) confusion: consumer sees mark on Δ’s products, thinks Δ’s products in fact come from π (wrongly thinks both come from same source)
(b) dilution: consumer sees mark on product B, feels relatively confident that the product is not from the source that makes product A
d) question of how to prove blurring

· one possibility: ask how similar marks are, how well known famous mark is
(a) this is pretty close to the strong view of blurring, as any junior use that will impair the uniqueness of mark’s connection with the senior user
· another possibility: 6-factor Mead Data test (top of p.598)

(a) note that these factors look similar to the confusion factor analysis
· holding: rejects notion that we’re going to adopt this 6-factor test to determine whether there is blurring; too early to decide the list of factors; takes time to develop that list
(a) instead, proposes that we look at all relevant facts and circumstances
3. still, draws heavily on the confusion factors
4. question of how to prove dilution by blurring is answered more clearly in the revised Σ – suggested (nonexclusive) list of factors to consider
a) appears that the analysis will end up being something more like what Nabisco ct did
D. actual dilution vs. likelihood of dilution
1. Moseley v. Victoria’s Secret (US 2003) (p.571) – old rule, actual dilution
a) Victor’s Little Secret, vs. Victoria’s Secret; VS argued likely blurring and tarnishing

· lower ct had found dilution by both tarnishment and blurring

b) SC holding: famous TM owner bringing dilution claim must show actual dilution
· suggest that survey evidence will be an important way to show actual blurring in the minds of consumers
· suggest also that in some cases, indirect evidence from contextual factors might be relevant
· points to the easiest case for proving blurring – where Δ uses identical mark
(a) this obvious case might be proved thru circumstantial evidence alone
· beyond the case of identical marks, the court punts; court just doesn’t provide much guidance in this case, only that must show actual dilution (but they don’t tell us how to do that, really)
2. revised Σ – Cong steps in to give guidance on how to prove dilution by blurring; list of factors
a) Σ overrules Moseley – likelihood of dilution is sufficient
E. other types of dilution

1. Ty Inc. v. Perryman (7th Cir 2002) (p.602)

a) Ty sues bargainbeanies.com (secondhand retailer’s domain name)

· no traditional blurring or tarnishment problems; Ty is seeking dilution protection against others’ use of the famous mark that accelerates genericide
b) holding: this would expand dilution protection too far

c) in part b/c we’re concerned about potential scope of claims

d) note: we’ll have to see how this line of arg develops, since the revised Σ might include this kind of dilution protection – genericide does impair distinctiveness of the famous mark (plausible argument under the revised defn of dilution by blurring)
2. Deere & Co. v. MTD Products (2d Cir 1994) (p.606)

a) Deere logo used in MTD’s ads to compare the two lines of tractors; logo was altered (animated, etc.) in the commercial

· doesn’t fit blurring rubric – Δ’s comparative ad depends on consumers making a mental assn b/t Deere’s logo and Deere’s products

· not really tarnishment – ad doesn’t associate Deere logo with inferior products

· claim seems to be that Δ altered π’s logo in a way that presents Deere in a different way than they’ve previously used the logo
b) ct notes that blurring/tarnishment dichotomy doesn’t represent full range of uses that can dilute a mark under the statute (NY Σ admits of other types of dilution)

c) sellers who wish to attract attention to own products by making fun of famous marks of noncompeting products risk dilution; even less deserving of protection when it’s a directly competing product
· ct takes pains to note that not all alteration is going to problematic
(a) satirical alteration (not connected with commerce/products) is OK (and maybe if using it in commerce, but not a competing product)
· comparative advertising is OK, as long as no alterations of logos
· here, though, Δ’s ad definitely crossed the line – negative alteration of a famous mark, for sole purpose of promoting a competing product, is dilution
F. limits placed on dilution doctrine
1. only famous marks qualify – fame as a large limitation on dilution
a) new Σ seems to tighten up this limitation – seems to require national fame, general fame (not just niche market fame)
2. some attempts on parts of cts to limit dilution remedy based on type of mark
a) 2d Cir thought it could limit dilution to inherently distinctive marks – but this is rejected by new Σ, marks with acquired distinctiveness can get dilution protection
b) not allowing dilution claims for product configuration TMs – exclusion of product configuration trade dress (see p.602)
· but new Σ – dilution does apply even to product configuration trade dress – §43(c)(4) puts burden of proof for claims of dilution in unregistered trade dress as to nonfunctionality on the trade dress claimant
3. some attempts to cabin dilution based on use
a) 9th Cir – limited to identical use by Δ
b) SC suggests it would be easier to show dilution if the marks were identical (Moseley)
c) new Σ – makes question of identical use relevant in the blurring analysis, but leaves open possibility of dilution even when marks aren’t identical
4. limits on remedies available
a) basic remedy – injunctive relief against diluting use
b) monetary remedies available only in case of willful dilution – still so in the new Σ (§5)
5. some express exceptions – entirely excluded by Σ from dilution remedy, §43(c)(3)
a) fair use; noncommercial use; and news reporting and commentary

G. dilution and registration

1. dilution is not a grounds on which PTO itself can reject application for registration (distinct from §2(d) power for confusingly similar marks)
2. but Σ did make dilution grounds for opposing or canceling a registration
a) so dilution can come up in registration process, but only in ex parte context
II. Domain Names and “Cybersquatting”
A. basic fundamental question – should a TM owner be entitled to registration of domain name that corresponds to the TM (at least where TM owner has a word mark)?
1. difficulties with this proposition
a) could have multiple TM owners with the same word mark – in different geographic location, or in different industries
b) geographical problems are exacerbated in the generic TLDs – potential coexisting uses throughout the world, since generic TLDs are open to users around the world
2. other possible uses – ppl may want to use the domain name to host a website that refer to the TM-holder in ways that aren’t confusing (rabid fan, parody site, critique, etc.)
3. Panavision International v. Toeppen (9th Cir 1998) (p.623)
4. Δ registered a bunch of domain names that correspond to TMs; went to markholders and tried to sell the domain names – TM owners contacted him after trying to register their TM, Δ responded that he would be happy to transfer the domain name if they paid him a sum
a) this conduct comes to be defined as the core of cybersquatting
5. π’s complaints against Δ, attempts to establish rights in the domain name

a) no confusion – Δ was savvy enough to avoid conduct that might create LoC

b) dilution claim: at the time, dilution only prohibited someone else’s commercial use of the famous mark
· “commercial use” found here in Δ’s scheme to sell the domain name to the TM owner – Δ is trying to make money off of selling these domain name registrations, selling the TMs themselves
· note: ct cites Boston Hockey, finds this sufficiently commercial use of TM
c) π still had to establish diluting conduct

· note: under new Σ, π would have to fit dilution under either blurring or tarnishment (no longer an open-ended protection against dilution)…
· ct decided that this did constitute dilution – potentially a new species, beyond blurring or tarnishment
(a) commercial occupation of a TM as a domain name seems to be enough to constitute dilution for this ct
(b) note: not all cts are willing to go down this road
6. difficulties with Panavision line (which remains the hard core of cybersquatting)
a) only available to famous marks, not ordinary marks, not to things you’re about to start using as a mark
b) may only cover ppl who register domain names and want to sell them – affirmatively offer to sell them, or respond positively to offers of buying ( “commercial use”
c) problem of “reverse domain name hijacking” – e.g., parents register www.pokey.org for their son, www.veronica.org after birth of their daughter; got nasty cease and desist orders from Pokey & Gumbo and Archie Comics owners, on claims of cybersquatting
B. Cong steps in, passes the Anticybersquatting Consumer Protection Act – §43(d) of Lanham
1. ACPA prevents someone from

a) registering, trafficking in, or using a domain name
b) that is either identical or confusingly similar to a TM, or dilutive of a famous TM,
c) regardless of the goods or services of the parties,
d) if that person registers, trafficks in, or uses the domain name with a bad-faith intent to profit in the mark
2. ACPA as a better rule, from TM owners’ point of view

a) clearer rule

b) remember Bosley Medical – Δ got off on confusion claims (no commercial use), but ct noted that cybersquatting claim might still apply, since mere use is enough to trigger
c) better remedies available – ACPA gets you to the ordinary TM damage provisions, which don’t necessarily turn on willfulness (as in dilution claims), and there are Σtory damages specified under ACPA
d) ACPA provides for in rem jurisdiction – getting jurisdiction over the thing, rather than over the person
3. Sporty’s Farm LLC v. Sportsman’s Market, Inc. (2d Cir 2000) (p.628)
a) TM owner registered SPORTY’S for its aviation and other sporting goods catalogue business; competitor registered www.sportys.com, but eventually sold it to Δ Sporty’s Farm, for a Christmas tree farm
· holding: under ACPA, in favor of π TM owner
b) here, question turned on whether or not Δ had bad-faith intent to profit – long list of multiple factors
· facts and circs make it clear that Δ had bad-faith intent to profit – knew about π’s TM, planned to enter into competition with them, registered the domain name in attempt to prevent π from getting it
· not a direct profiting (i.e., by selling it back to TM owner), but still intent to profit, as competitor being able to use the domain name
4. PETA and Lamparello, and bad-faith intent to profit (PETA yes, Lamparello no)
a) Δ in PETA had more clear intent to use the domain name to sell to π
· Δ had registered multiple domain names, was going to sell these names
b) Δ in Lamparello hasn’t registered multiple domain names – 5th and 6th Cir precedents involving complaint/criticism sites also found no ACPA violation in part b/c Δs hadn’t registered multiple domain names
c) cts clearly have a view of the core of cybersquatting as essentially being Toeppen – registering a bunch of domain names for purpose of selling them back to TM owner
· not limited to this core case, but this is where it’s easiest to find Δ liable
· Lamparello Δ’s use of website for purposes of criticism and commentary weigh heavily against a finding of bad-faith intent to profit
C. another cybersquatting remedy – Uniform Domain Name Dispute Resolution Policy (UDRP)
1. how it works: private enforcement assn, implemented by K with ICANN

a) mandatory on domain name registrant (have to submit to UDRP proceeding); not mandatory for TM owners (can choose to go to ct instead of going through UDRP)
2. UDRP is to regulate abusive registrations of domain names
a) policy defines these abusive registrations, top of p.664
b) elements of abusive registrations
· domain name is identical or confusingly similar to a TM
· domain name has been registered and is being used in bad faith
· domain name has been registered and is being used by someone with no rts or legit ints in the name
c) UDRP process laid out in class notes, 11/28

3. policy sets out a number of things that will count as rts or legit ints on part of registrant
a) use or preparations to use domain name in connection with bona fide offering of goods and services
b) whether registrant is commonly known as the registered domain name
c) legit noncommercial or fair use w/o intent to blur or tarnish the TM
4. also sets forth some things in registering/using domain name that would constitute bad faith
a) primarily registered for purpose of selling or otherwise transferring domain to TM owner for valuable consideration
b) register and use mark in order to prevent TM owner from reflecting the mark in its domain name, if you’ve engaged in a pattern of such conduct (e.g., Toeppen)
c) primarily registered in order to disrupt a competitor’s business (e.g., Sporty’s)
d) intentionally attempting to attract internet users for commercial gain by creating a likelihood of confusion
5. interaction between UDRP system and legal system (confusion, dilution, ACPA)
a) UDRP process isn’t exclusive of ct proceedings to resolve claims under US law
· either party can go to ct instead of using UDRP
(a) TM owner isn’t bound to use UDRP
(b) domain owner could go to ct for a declaratory judgment action
b) even after UDRP panel makes its decision, isn’t final and exclusive of ct jurisdiction
· if panel decides that there was an abusive registration, won’t implement the remedy for 10 business days – if during those 10 days, registrant goes to ct seeking to establish his rt to use domain name, panel will put its decision on hold until ct reaches its decision
· unlike many other kinds of ADR, where arbitration is essentially final, subject to very limited ct review for egregious procedural errors
· as a substantive matter, UDRP panel decision is entitled to no deference when you go to ct seeking review, for either party bringing the legal action
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even though Δ’s use is confusing, Δ may nonetheless be entitled to use TM; TM owner’s rts won’t extend to stop Δ
· uses that are presumably permissible, even though we might think they’re confusing

· not that these actions don’t cause confusion, but that Δs are allowed to engage in them anyways

I. Fair Use
A. classic fair use
1. codified in §1115(b)(4) as a preserved defense to incontestable marks – also seen as codification of CL defense of fair use, so presumably relevant even when not in dealing with incontestable marks
a) not infringing if the use of the mark is a use, otherwise than as a mark, of a term or device that is descriptive of and used fairly and in good faith only to describe the goods and services of such party
2. elements of the classic fair use defense
a) using the mark as a description of its own goods and services
· using it fairly and in good faith – partly turns on whether they have intent to trade on the reputation of the TM
· e.g., if they’re not using the π’s actual logo design, and it’s not more prominent than the other words in the sentence, etc.
b) using the term other than as a mark – not using it as an identifier for their own goods and services as a mark, but only to describe their own goods and services
· typically means use in advertising, on packaging, as a slogan – associated with the product in advertising, but not as a goods-identifier
· remember: re §1114, what constitutes an infringing use of TM – some debate over whether you’re not infringing unless you’re using the mark as a mark
(a) one arg that this isn’t what §1114 “use” means is that the fair use defense lists “otherwise than as a mark”; so whatever infringing use means in §1114, it doesn’t mean that the use has to be as a mark
3. example: Circuit City ad with “This Week’s Ten Best Buys at Circuit City”
a) plausible infringement claim, on part of Best Buy, under §1114
· use in commerce of the mark or something similar to it – yes
· on or in connection with sale, advertising, etc. – yes
· likelihood of confusion analysis: π mark is strong, svcs are identical, etc.
b) Circuit City could argue fair use defense

· mark is a descriptive phrase, and here is applied to CC’s own goods/svcs

· text is normal, not π’s logo, not larger and bolder than other words in title

4. rationale for classic fair use defense

a) to extent that TM words are merely descriptive, have a primary descriptive meaning that isn’t the association w/the TM owner (which we protect as a matter of secondary meaning) – this is why we have lesser protection for merely descriptive marks
b) note: fair use doctrine and arbitrary/fanciful marks
· e.g., EXXON can’t be used descriptively (fanciful)
· e.g., PENGUIN as an arbitrary mark for books, but Good Humor could start a line of Penguin ice cream bars as a descriptive measure for the ice-cold bars
(a) fair use defense is available as long as Δ is using it descriptively
5. KP Permanent Make-up, Inc. v. Lasting Impression I, Inc. (US 2004) (Supp. p.181)
a) Lasting has a mark for MICRO COLORS for permanent make-up; KP uses “microcolor” in describing its own permanent makeup
· question of whether KP is allowed to use microcolor as a description of own products only if there’s no likelihood of confusion – circuit split
b) SC holding – if you can make out the fair use defense, you don’t have to prove that there’s no likelihood of confusion in order to win
· will tolerate some potential confusion along with fair use – someone entitled to make fair use can do so even if there’s some likelihood of confusion
· structural rationale: there’s no need for fair use defense if that means there’s also no LoC – Δ wouldn’t need to raise fair use if can already win on no LoC
c) SC notes that LoC isn’t irrelevant to claim of fair use – but doesn’t consider how relevant it is, or how it is to be used – left uncertain for lower cts to percolate
· holding does at least clarify that Δs are entitled to fair use defense even if it might cause some confusion, but cts are also entitled to take LoC into account
· 9th Cir, on remand, sets out multifactor test for fair use, which includes degree of confusion that’s likely to occur
B. nominative fair use

1. if you’re using the π’s TM to refer to the π or to π’s goods/svcs, that kind of nominative use will be non-infringing, if:
a) the TM owner’s product or svc isn’t readily identifiable w/o using the TM,
b) if Δ uses only as much of the TM as is necessary to identify product/svc, and
c) Δ does nothing in conjunction with mark to suggest sponsorship or endorsement (create possibility or likelihood of confusion)
2. rationale for the nominative fair use defense
a) naming the TM owner (or the TM owner’s goods or services) – using the only word reasonably available to name that TM owner or goods/svcs
b) concern that TM owner’s rts to not hamper others’ access to language, not in the original descriptive sense, but in referring to TM owner itself
· not the type of use TM law is concerned with, since it’s only being used for its truth – not being used to confuse consumers or falsely suggest an endorsement
3. New Kids on the Block v. News America Publishing, Inc. (9th Cir. 1992) (Supp. III)
a) USA Today and Star ads: “Who’s the Best on the Block?”  poll to pick favorite New Kid; NKOTB sued both papers for running the polls and making some money off of it
b) classic fair use defense is no real help to Δ newspapers
· to extent they’re using the NKOTB mark, they’re not using it to describe their own product, but using it to name the π (actual TM owner) – classic fair use would have been USA Today running an ad for itself: “In terms of newspaper services, we may be the new kids on the block, but our paper is great”
c) holding: Δ actions still might be okay under the nominative fair use defense
· no ready way to identify the group w/o using “New Kids on the Block”
· Δs haven’t used any more of the mark than is necessary for identification
(a) didn’t use distinctive logo for the promotion
· Δs haven’t done anything suggesting sponsorship or endorsement
(a) in fact, one of the polls asked as an option “…or are they a turnoff?”
4. unclear how nominative fair use defense operates w/r/t LoC test
a) a later 9th Cir case (Wells, quoted in n.1, p.707) – seems to take view that if there’s a plausible claim of nominative fair use, case ought to be decided by using the New Kids test rather than the ordinary LoC test
· if we run ordinary LoC test, will be more likely that we’ll find confusion (since marks are identical, mark is probably a relatively strong mark, etc.) – with ordinary factors, too likely that ct will find LoC where they shouldn’t, so will substitute New Kids test
b) might wonder whether that approach will continue in 9th Cir and/or win adherence elsewhere, after the KP decision, which said that the classic fair use defense is a defense that will allow Δ to win a case even if there were a likelihood of confusion
· cts might come to see nominative fair use in the same way – affirmative defense available even if π can make a LoC claim
c) 3d Cir in Century 21 (optional reading), faced with essentially the first claim in its circuit for nominative fair use, but after SC decided KP
· in nominative fair use cases, ought to do LoC analysis (see whether π can make out a prima facie case for LoC), and only if π can get that far should you decide whether Δ has a viable nominative fair use defense
· in process of doing so – ordinary LoC test will be too likely to find confusion in these cases, so we have to modify LoC test, just consider 3 or 4 factors
· might think that even if π could make out a LoC claim, it doesn’t matter since it’s clear that Δ would be able to win on a nominative fair use defense…
C. R.G. Smith v. Chanel, Inc. (9th Cir 1968) – issue of comparative advertising
1. Smith sells a perfume similar to Chanel No. 5 (claim that it’s 100% identical to Chanel’s), at a third of the price; question: whether he’s entitled to use CHANEL NO. 5 mark in his advertising, referring to it as a comparative product
a) note: today, we’d probably see it as a nominative fair use defense, since it’s a use of the mark to refer to π’s product as a point of comparison
2. old case, before KP and nominative fair use defense – decision is swept into confusion matrix
a) also before fed dilution protection, so ct is unwilling to grant that kind of protection

b) holding that there has to be some misrepresentation or confusion, no protection just for the image and marketing in the mark
3. generally speaking, with comparative advertising

a) presumably, could say that in a lot of comparative advertising, there won’t be much chance of confusion – hard to argue that consumers would be confused that Coke is trying to sell its goods as Pepsi
· on other hand, as “confusion” gets expanded to include sponsorship – might run a survey that finds that in running this ad, Coke and Pepsi have come to some agreement, and Pepsi is some sense sponsoring this type of ad
b) but presumably, would have a very good nominative fair use defense, notwithstanding whatever confusion claim might be made
D. antidilution and fair use

1. above is all fair use in context of infringement actions; antidilution provisions also recognize fair use defense
2. revised Σ: subsection 3 – three things that won’t be actionable as dilution either by blurring or tarnishment, first express exception is “any fair use, including a nominative or descriptive fair use, of a famous mark”
3. Σ doesn’t exactly tell us what constitutes a nominative or descriptive fair use
a) does say it has to be a use other than as an identification of source
b) does expressly include advertising or promotions that permit advertisers to compare goods or services
c) also includes use in identifying, commenting on, parodying the TM owner or his goods/svcs
II. Exhaustion: The First-Sale Doctrine
A. most straightforward situation that this comes up in: X buys TM’d genuine goods from the TM owner; question of whether X can resell the goods to someone else
1. clearly engaged in activities covered by TM Σ – using the goods in connection with a sale
2. but no confusion as to ultimate source of goods, since mark identifies the original TM owner
3. potential problems in such a situation
a) what if TM owner sells product exclusively at its own retail outlets, and X comes along and sells it at his own retail outlets?
b) what if TM owner sells goods somewhere outside US at a much cheaper price than sold in US; X goes abroad and buys them at the cheaper price, brings them back into US, and then sells them at a lower price than TM owner – situation of parallel imports
B. common scenarios: repackaging, reconfiguration, and used goods
1. repackaging
a) X buys a huge bottle of perfume, repackages into small vials which are more affordable, and sells them under the original mark (part of what’s going on in Coty)
b) holding – yes, you can do this, as long as the product is genuine and you take responsibility for the repackaging
2. reconfiguration
a) X buys loose powder, compresses into compacts, sells as genuine TM’d goods (Coty)
b) or: X buys Oreos as a component of its Oreo ice cream, advertises as using genuine Oreo cookies (even though Nabisco isn’t the source of ice cream, just of Oreos in it)
c) holding – yes, you can identify the TM’d good as a component of your good, as long as you make clear that you’re the one responsible for altering it
3. used goods (more difficult situation)
a) Δ bought π Champion’s spark plugs used/reconditioned, repaired them, sold them as “Champion” spark plugs, with a small notice as to this being used/reconditioned
b) holding – required better disclosure re used/reconditioned state, but as long as you do this, you can still sell as “used Champion spark plugs” – no need to obliterate the original TM
C. basic rule: once TM owner has sold the good, others have rt to use TM in the resale of goods
1. reseller’s use of mark has to be truthful
2. reseller isn’t using the mark in any way to deceive the public – not trying to make public think that this is the original, genuine, unaltered good, sold direct from the TM owner
3. reseller has to give fairly clear notice to consumer of what has happened to TM’d good from time it left the TM owner to the time it’s being sold to consumer
D. remaining disputes in this area
1. premised on fact that reseller is selling genuine goods; Q is what constitutes “genuine”
a) 2d Cir quality control exception to genuine goods – not genuine if it could contain some product defect that consumer couldn’t detect, and TM owner has rigorous quality control procedures in place to prevent product defects
· e.g., if Shell gas is sold only in stations that have certain tank maintenance and cleaning programs, and X buys Shell gas and doesn’t maintain it in a tank with that such programs, then not “genuine” Shell gas anymore
b) 9th Cir willing to impose some limits on what constitutes “genuine” and what quality control req’ts exist – Precious Moments case
· figurines repackaged in packages that TM owner argues aren’t adequate to prevent figurines from being chipped (which TM owner does provide) – consumer might buy a chipped figurine and think it’s TM owner’s fault when in fact it’s the repackager’s fault
· holding: if TM owner’s process includes quality control, that will be part of the “genuineness” required – but this has to be quality control re the product itself, not just about the packaging, since consumer is likely to blame the person responsible for packaging, and Coty requires full disclosure re packaging
2. bottom line: once TM owner sells the good, at least some of the TM owner’s rts re dilution and infringement are exhausted
a) fights over when that happens, and how much of the rts have been exhausted
b) particularly thorny issue in int’l (parallel imports) context – a number of different approaches in different countries to deal with this question
III. Parody and Speech
A. TM law and 1st A rights
1. clearly some potential tension b/t TM law (says to some ppl some of the time that they may not speak/print certain words/pictures, under pain of govt penalty as result of fed Σ) and 1st A (Cong may enact no law which restricts freedom of speech or of the press)
2. how TM law traditionally tries to minimize this tension
a) doctrines dealing with descriptive terms – limited protection, an attempt to limit restrictions on use of such terms
b) regulation generally of use as a mark – impinging on a smaller area of potential 1st A interest than in all potential speech uses of the mark by others
c) to extent that traditional TM law is about speech that confuses or deceives some segment of public (pre dilution Σ) – might feel more comfortable about govt regulation
d) fact that there are no TM rights in generic terms
e) both fair use doctrines – even where there’s some likelihood of confusion, there are impt free speech rights that enable ppl to use these marks in certain ways
B. Anheuser-Busch, Inc. v. Balducci Publications (8th Cir 1994) (p.735)
1. Balducci ran ad on back of its humor magazine a mock ad of fictitious product “Michelob Oily,” using the A-B eagle logo, dripping with oil, etc.
a) DCt: there are 1st A concerns, which impacts LoC analysis
b) 8th Cir holding: no, do LoC approach as normal; if you find LoC, then consider whether 1st A concerns are high enough to let the Δ off
2. concerns with 8th Cir’s approach

a) 1st A grants broader protection to non-commercial speech – might want to have broader protection than this
b) many parodies will be potentially confusing – this rule will chill parody speech, to extent that they’ll be worried about litigation, and having to litigate confusion question before getting to the 1st A claims makes for a longer and more expensive litigation
c) and if you go through LoC analysis first, ct might find that Δ engaged in speech that strikes at the heart of TM law, which might color the way the judge views the 1st A claims, particularly in light of lesser 1st A protections for confusing/deceptive speech
3. assuming we’re stuck with circuit’s finding of LoC – Q of whether there’s 1st A protection

a) first question: what constitutes a “parody”
· something that conveys the simultaneous and contradictory messages that it is and it is not the original, in order to comment on or criticize the original
(a) vs. “satire” = using the mark not necessarily to make fun of the thing being copied, but to comment on or criticize something more generally
(b) TR: not entirely clear that this case falls into the category of “parody”
(c) one of Δ’s aims was making fun of Michelob, but this is pretty insignificant given Δ’s broader aim of criticizing industry in general and commenting on the environment – more satirical
(d) 9th Cir held that satire is less entitled to protection against claims of TM infringement than are parodies – satirist has a lot of different options, no need to use the particular TM; whereas if you’re going to parody the TM owner or good, more of a req’t of use of the mark
b) Balducci ct considers this a parody, entitled to some 1st A protection
· not absolute protection, but there’s not much guidance – just have to weigh 1st A int in protection of speech against concern of protecting public from confusing TM speech
4. application of this balancing test to this case: here, won’t tolerate any consumer confusion, b/c it’s not even plausibly necessary for there to be consumer confusion in order to achieve the desired commentary or parody effect that Δ is engaging in
a) to extent that there are free expression ints on part of parodist here, no confusion is necessary – could, e.g., put parody in a less confusing location (not on back cover of magazine where ppl are used to seeing real ads)
b) counter: part of the point of the parody, given defn of simultaneity – putting ad where ads usually appear might be part of that message
c) confusion not necessary b/c parodist could get msg across by altering π’s TM in meaningful ways; in this case, mark is nearly unaltered
· counter: Δ has added “OILY” every time TM appears; has drenched π’s eagle in oil; has put oil spout in the beer can bearing the logo
· though it’s true that if you look at the “MICHELOB” alone, there hasn’t been any alteration, it’s unclear why this is the basis of analysis
· and if you’re Δ, you might be concerned that if you alter the logo, you might face a claim of dilution by alteration (like the Yardman in John Deere)
d) confusion not necessary b/c parodist could use a more obvious disclaimer
· counter: might think that fact that this ad appears in a humor magazine might serve some disclaimer purposes
· might wonder whether disclaimer might interfere w/simultaneity of parody: the more prominent disclaimer, the less likely that it will be perceived as parody
C. Mattel, Inc. v. MCA Records, Inc. (9th Cir 2002) (p.742)
1. Mattel has TM in BARBIE on dolls and millions of other items; MCA is the label for Aqua, which performs song BARBIE GIRL, which mocks the Barbie lifestyle; song makes it into top 40; Mattel sues for TM infringement and dilution
2. π’s infringement claim
a) Δ arg: we’re engaged in expressive activity here; TM law shouldn’t interfere w/ability to write and perform a song about Barbie
b) holding: adopts 2d Cir view on infringement in use of titles as artistic works: no infringement for using someone else’s mark in title of artistic work, as long as there’s some artistic relevance of that title to the underlying expressive work, and no express misleading as to source of the title or content
3. here, BARBIE is clearly relevant to the expressive work – no infringement
4. π’s dilution claim

a) BARBIE is a famous mark, and ct takes very strong view of dilution: there is dilution by blurring here b/c the mark will no longer call to mind the senior user

b) question then becomes whether one of the dilution exceptions comes into play

· under old Σ, one exception was “noncommercial use of a mark” – continues today, in §43(c)(3)(C)

· since you have to be making commercial use in order to dilute, what does a noncommercial use exception mean?  try not to interp Σs in ways to make clauses superfluous, so something else must be going on here
(a) holding: “noncommercial” here is tied to whether, as a matter of 1st A law, the speech that Δ is making qualifies as commercial or not
(b) dilution “noncommercial” is coextensive with 1st A “noncommercial”
· 1st A “noncommercial” – at the core, we’ve decided that commercial speech is speech that does no more than propose a commercial transaction
c) application: Δ gets off – song “Barbie Girl” clearly isn’t purely commercial speech
5. we’ll see whether other cts will go along with this reading of “noncommercial,” especially given that the revised Σ doesn’t have “use in commerce” requirement for dilution in the first instance – so this particular read of “noncommercial” may no longer be structurally necessary
a) also unclear whether or not cts will agree and how exactly they’d apply view that any speech that does more than merely propose a commercial trans counts as “noncommercial use” – presumably, a whole lot of advertising does more than merely propose a commercial transaction
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I. False Endorsement
A. false endorsement is similar in some ways to a TM claim, but slightly different focus
1. focus not on consumer confusion as to source, but as to approval of goods/svcs/commercial activities by some other person
B. Waits v. Frito-Lay, Inc. (9th Cir 1992)
1. Tom Waits – very well-known for his distinctive gravelly voice; also well-known among those who know him for not doing any commercials; Frito-Lay does an ad, inspired by a Waits song; hires another singer with a similar voice to do a jingle for the commercial
2. first question: whether §43(a) provides a cause of action for false endorsement
a) note: language we have today is slightly amended – old lang had been interpreted by other circuits to cover claims of false endorsement; new language clearly codifies it, shows Cong’s intent to ratify theory that there’s a false endorsement cause of action
· liability if you use any word, term, name, symbol, or device that is likely to cause confusion or to mistake or deceive as to the origin, sponsorship, or approval of goods, svcs, or commercial activities by another person
3. then, question becomes whether there’s false endorsement in this case
a) holding: jury could have reasonably concluded that ppl would have been confused – i.e., imitation was good enough, and ppl would have been confused, whether or not it was Waits singing that jingle, as to whether Waits was endorsing the product
4. note: here, it’s not that this song was a TM of Waits’, but that his distinctive vocal style (whether or not it’s a TM) is likely to cause confusion as to endorsement
a) not clear that we have to decide whether celebrity has something that qualifies as a TM – whether or not it technically qualifies as a TM for that person, it’s the kind of thing that might be used as to create confusion/mistake
C. false endorsement and 1st A issues
1. n.7, p.799 – ROSA PARKS as title of an OutKast song that doesn’t particularly deal with Rosa Parks, but does at one point talk about going to the back of the bus
2. might wonder whether this is a case that could be decided on likelihood of confusion grounds (likelihood of endorsement), rather than on 1st A grounds
a) using ROSA PARKS as title could create impression that Rosa Parks had approved the use of her name – but how likely is it that consumers would think of titles of songs, shows, movies to be endorsement of the content?
b) lots of possibilities of confusion re endorsement – so we might want to adopt the 6th Cir approach – ask if title has artistic relevance to the content
II. Right of Publicity
A. moving even farther away from traditional TM claims

1. source of right of publicity claims is in state law – entirely a product of state law
a) state common law, and in some cases, Σtory law
· CL “right of publicity” – essentially rt to prevent another party’s unauthorized use of your name, likeness, or identity for their commercial advantage
· see handout with CA Σ – also has some excerpts from Restatement
B. two example cases – protectable aspects of persona
1. John W. Carson v. Here’s Johnny Portable Toilets, Inc. (6th Cir 1983) (p.828)
a) sale and rental of portable toilets called the HERE’S JOHNNY (play on the word “john” for toilet, and Ed McMahon’s introduction of Carson on the show
2. Vanna White v. Samsung Electronics America, Inc. (9th Cir 1992) (p.831)
a) ad with robot in red dress turning over letters, label saying longest-running game show, 2012, advertising the Samsung television on which you’ll watch the show in 2012
3. in neither case did Δ use the π’s full name or actual likeness – question of whether or not the thing used by Δ is that which is protected by right of publicity
a) note that Vanna White lost on her CA Σtory claim, on precisely this issue – Σ protects against use of celebrity’s name, voice, signature, photo or likeness; this “likeness” isn’t close enough, so no Σtory violation
b) but both cts suggest that rt of publicity can be appropriated in other ways (under CL)
· since “Here’s Johnny” is so closely associated with Carson, this counts
· since sum total of all of the elements of the Samsung robot makes clear that this is a depiction of Vanna White’s identity, this also counts
c) Restatement: protects against appropriation of a person’s name, likeness, or other indicia of his identity – goes beyond just name and likeness
4. TR: it seems pretty clear in both of these cases that cts are right, that Δs in both cases are indeed intending to evoke, depict, remind ppl of the celebrity
a) the real question is whether or not celebrities should have right to control uses of their identity, maybe even uses of their names and likeness, that refer to them, evoke them, remind audience of them
5. possible rationales for saying that celebrities have right to prevent others from using their name, likeness, other indicia of identity
a) natural right view – to extent that it’s your name/likeness/identity, you’re entitled to control
· we typically don’t say that just b/c you created something you’re entitled to control rights over it, but it might could work
b) celebrity identity is valuable, therefore there should be rights in it
· somewhat problematic – we don’t necessarily say that b/c there’s value in something, we’ll assign those exclusive rights to someone
c) protecting investment in creating celebrity persona – want to create incentives for ppl to invest resources required to create celebrity/fame/recognition
d) claim of privacy, celebrities wanting to be secluded from the public eye except in such ways as they choose
· harder to make this claim for accidental celebrities – e.g., Monica Lewinsky might not have wanted to be in the public eye, but that doesn’t mean she can stop newspapers from reporting on her or SNL from parodying her
· TR: this isn’t as good a rationale, though rt of publicity may have grown out of rt of privacy
C. tension b/t right of publicity and 1st A protections
1. Estate of Elvis Presley v. Russen (DNJ 1981) (p.844)
a) purpose of portrayal must be examined to determine if it predominantly serves a social function valued by the protection of free speech, or if it functions primarily as a means of commercial exploitation

· here, portrayal doesn’t clearly fall on either side of the line – question of whether the use of the likeness in a performance designed to imitate that entertainer’s own past performances is to be considered primarily as a commercial appropriation by the imitator, or as a valuable contribution of information or culture
· holding: this performance served primarily to commercially exploit the likeness of Elvis, without contributing anything of substantial value to society
b) factors in this analysis

· this is use in entertainment form, which does enjoy 1st A protection, but entertainment that is merely an imitation doesn’t really have own creative component, doesn’t have significant value as pure entertainment

· production does provide information (illustrates performance of legendary entertainer), but limited, as compared to a biographical film, etc.
c) precedents supporting this decision
· Laurel and Hardy case – an inherited rt of publicity can be invoked to protect against unauthorized use of name/likeness of a famous deceased entertainer, in connection with a commercial exploitation of an imitation of that entertainer

· Zacchini (SC) – 1st A doesn’t prevent a holding that a TV news show’s unauthorized broadcast of a film showing π’s entire act infringed π’s rt of publicity: appropriation of the very activity by which the entertainer acquired his reputation in the first place
d) remedy: enjoined Δs from using any renderings of Elvis or the “Elvis pose” on advertising, promo materials, merchandise; also precluded Δs from using THE BIG EL SHOW logo or mark (which included artist’s sketch of Elvis pose) on similar materials

· limited injunction, based on the provisions of the relevant rt of publicity Σ…
2. Comedy III Productions, Inc. v. Gary Saderup, Inc. (Cal 2001) (p.851)
a) Δ, celebrity lithographer, sold unauthorized lithographs and shirts bearing likeness of Three Stooges; was sued under rt of publicity; claimed 1st A protection
b) difficult const’l issue here – this case doesn’t involve commercial speech
· Δ’s portraits aren’t advertisement for or endorsement of product; though Δ’s work was done for financial gain, 1st A isn’t limited to expressive activity done not-for-profit
· reasons to be wary about application of rt of publicity: rt of publicity has potential to thwart the very purposes of 1st A protection; speech about public figures is accorded heightened 1st A protection in defamation law

· reason why rt of publicity is a good thing: protects intellectual property that society deems to have some social utility – protection of creative labor
· bottom line: depictions of celebrities amounting to little more than the appropriation of the celebrity’s economic value are not protected expression under 1st A

c) test for determining whether depiction is merely commercial exploitation: whether it adds something new, altering the first with new expression, meaning or message

· if work is transformative, it’s more deserving of 1st A protection, and less likely to interfere with econ int protected by rt of publicity

· cts are not to be concerned with quality of the artistic contribution – vulgar forms of expression fully qualify for 1st A protection, can be transformative

· subsidiary inquiry that might help in the transformative test: does the marketability and econ value of challenged work derive primarily from the fame of celebrity depicted?

d) application of transformative test here – when an artist’s skill is manifestly subordinated to the overall goal of creating a conventional portrait of a celebrity so as to commercially exploit his or her fame, then the artist’s rt of free expression is outweighed by the rt of publicity

· not a categorical rule that all reproductions of celebrity portraits are unprotected by 1st A – e.g., Andy Warhol silkscreens, conveyed a message that went beyond commercial exploitation of celebrity images, became a form of ironic social commentary

· here, though, no significant transformative or creative contribution
3. John Doe v. TCI Cablevision (Sup. Ct. Mo. 2003) (p.859)

a) Tony Twist, NHL player who was the League’s preeminent “enforcer” during his career; Δ created Spawn, a comic series, and introduced evil character “Tony Twist”; Δ admitted in publications that this character was named after π hockey player
· Δ arg: comic book character wasn’t “about” π, despite names being the same

· π evidence: Δ benefited by using π’s name – e.g., targeted hockey fans

(a) also evidence of damages: product endorsement deal dropped when company learned of the link b/t π name and Δ’s evil comic character

b) elements of a rt of publicity action: (1) Δ used π’s name as a symbol of his identity (2) without consent (3) and with the intent to obtain a commercial advantage

· found that all three elements were met here

c) question then becomes whether 1st A prohibits the rt of publicity claim

· leading cases drew a line b/t “expressive” and “commercial” speech
(a) Restatement “relatedness” test; CA “transformative” test

· rejected both of these tests – give too little consideration to the fact that many uses of a name/identity have both expressive and commercial components

(a) tests preclude rt of publicity action where use is in any way expressive – no actual balancing of the rts and ints involved
· more balanced test: predominant use test 
(a) if use predominantly exploits commercial value of an individual’s identity, it violates rt of publicity, isn’t protected by 1st A even if there is some “expressive” content involved
(b) if predominant purpose is to make an expressive comment on or about a celebrity, expressive values can be given greater weight

d) application of this test here
· π made an admissible case for rt of publicity action

· but: expressive component in use of name/identity as a metaphorical reference to “enforcers”

· yet: use wasn’t a parody or expressive comment, or fictionalized acct of the π

· therefore: though a literary device, has very little literary value compared to its commercial value

(a) predominantly commercial, so 1st A protection must give way
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